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§  Q&A 
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Patent: What is it? 

1.  An “exclusive” right – the right, for a limited time, to exclude or stop 
others from making, using, selling, offering for sale, or importing the 
invention – these are called “infringements” of the patent right. 

2.  A document that describes with text and drawings what an invention 
is and how to make and use the invention. 

3.  A patent is called an “intangible asset” – it’s not a tangible asset like a 
truck, a desk, or a computer. 

4.  United States Patent Law has its origin in the U.S. Constitution (Art. I, 
Sec. 8): “The Congress shall have the power . . . to promote the 
progress of science and useful arts by securing for limited times to 
authors and inventors the exclusive right to their respective writings 
and discoveries.”  
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Why a Company Should Care About Patents    

§    Block competition. 
§    To attract investors. 
§    As collateral for financing. 
§    For cross-licensing in settlement of patent    

infringement action. 
§    License for revenue stream. 
§    Document the Company’s intellectual property. 
§    Establish a prior user defense to infringement.  
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Procurement:  U.S. Patent Application Types 

§    Utility – protects processes, machines, articles of 
manufacture, compositions of matter, and improvements 
of any of the above, including functional features 

§    Design – protects only new ornamental designs for an 
article of manufacture and not functional features. 

§    Plant – Protects distinct and new asexually reproduced 
(but not tuber-propagated) plant varieties 
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Patentability Requirements 
In the United States, a patent will be granted on an application:   
 
§  If the invention falls within the scope of the subject matter Congress has 

determined is deserving of patent protection (process, machine, article of 
manufacture, or composition of matter); 

§  If filed by the first inventor to file or to disclose and file within one year; 

§  If the invention is useful, novel and nonobvious; and, 

§  If the invention is described in the manner required by statute (written 
description, enablement, and best mode). 
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Working with an Inventor 
-  Understand all “embodiments” of the invention, not just one specific 

solution. 
-  Get a full disclosure, description, drawings, etc. – identify the right 

terms to describe the invention. 
-  Understand the competitive landscape and how the invention will be 

commercialized. 
-  Uncover any IP ownership pitfalls. 
-  Analyzing public uses and other potential bars to patentability. 
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What is Prior 
Art? 

Websites 
and Public Uses 

Our Inventor 

Papers, Articles, 
and Other Publications 

Other Inventors 

Patent Office 

Filing Date 

“Prior Art” 
is Constantly Being Generated 
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Patentability - Novelty of Claimed Invention 
Under the AIA  

(effective 3/16/13) 

A person shall be entitled to a patent 
unless – 
(1) the claimed invention was patented, 
described in a printed publication, or in 
public use, on sale, or otherwise 
available to the public before the 
effective filing date of the claimed 
invention; or 

(2) the claimed invention was 
described in a patent or a published 
application naming a different inventor 
and was effectively filed before the 
effective filing date of the claimed 
invention. 
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Patentability - Non-Obviousness of Claimed 
Invention  
 

Under the AIA 
(effective 3/16/13) 

A patent for a claimed invention 
may not be obtained if the 
differences between the claimed 
invention and the prior art are such 
that the claimed invention as a 
whole would have been obvious 
before the effective filing date of 
the claimed invention to a person 
having ordinary skill in the art to 
which the claimed invention 
pertains.   
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What is Obvious? 
§  Combining prior art elements according to known methods to 

achieve predictable results;  
 

§  Simple substitution of one known element for another to obtain 
predictable results; 
 

§  Use of known techniques to improve similar devices (methods, or 
products) in the same way;  

§  Applying a known technique to a known device (method, or 
product) ready for improvement to yield predictable results;  

 
§  “Obvious to try” – choosing from a finite number of identified, 

predictable solutions, with a reasonable expectation of success; 
or  

 
§  Known work in one field of endeavor may prompt variations of it 

for use in either the same field or a different one based on design 
incentives or market forces if the variations would have been 
predictable to one of ordinary skill in the art.  
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Patent Claim Language 

1.           A hockey puck comprising: 
 a generally cylindrical body having an upper face, a lower face, and a 

circumferential wall, 
 a generally spherical puck element disposed centrally within said body, 
 said generally spherical puck element being rotatable and translatable 

with respect to said body, 
 said generally spherical puck element having a weight greater than the 

weight of said puck body, and 
 said body including an inner member within which said generally 

spherical puck element is disposed, a ring disposed radially outwardly of said 
inner member and a pair of retainers disposed on opposite sides of said inner 
member for rotatably securing said generally spherical puck element to said 
puck body. 
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Design Patent Examples 

§  D504,889  D593,087 

D604,305 
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Patent Time Line – Why Prior Art is Important 

   

Third party  

submissions 

Post-grant review 
Inter partes review 

Supplemental examination 

(Transitional Proceeding) 
Ex parte reexamination 

1-2 office actions 
rejecting 1 or more  
claims based on any  
of the patentability 
requirements 

Information Disclosure Statements are 
required throughout prosecution 
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Types of Prior Art Searches 

§  Patentability Search – Determines if prior art exists that would be an 
obstacle to getting a patent for an invention. 

§  The scope of this search is broad because it tries to find relevant 
documents including United States and international patents, 
published patent applications, and non-patent printed publications 
such as papers, web sites, and presentations. 

§  In general, any “public domain” knowledge created before the 
invention occurred might be relevant. 
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Types of Prior Art Searches 

§  Validity Search – This search determines the validity of an issued 
patent by locating any prior art documents or references that would 
invalidate one or more of the patent claims. 

§  This search broadly considers prior art documents predating the 
priority date of the patent in question. 
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Types of Prior Art Searches 

§  Infringement Search – This search involves comparing a proposed 
product or service to non-expired United States patents to determine 
whether a patent claim “reads on” the product or service. 

§  This search uncovers issued and unexpired United States patents 
and published patent applications. 
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Types of Prior Art Searches 

§  Clearance Search – Similar to an infringement search, but also tries 
to find expired prior art documents. 

 
§  Strategy is that one might safely “practice the prior art” with reduced 

risk of patent infringement. 
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Types of Prior Art Searches 

§  State-of-the-Art Search – Looks at a broad, general inventive 
concept without specific implementation details.  

 
§  Scope of search can include broad range of different prior art to 

assess the “lay of the land” in the technical space in question. 
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U.S. Patent No. 8,869,854 
§  Who are the inventors? 
§  Who is the assignee? 
§  What’s the invention? 
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Hypothetical 

§  You are the inventor of the tire label mount claimed in 
U.S. Patent No. 8,869,854 

§  You work for Yourself, Inc. 
§  You want to conduct a patentability search on the tire 

label mount invention 

§  Let’s get started! 
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Patentability Search 
§  Resources 

§  www.uspto.gov 
§  www.google.com/patents 
§  Many more! 

§  Keyword search 
§  Label 
§  Indicia 
§  Tire 
§  Rubber 
§  Elastomer 
§  Whisker 

 
 
 

§  Tongue 
§  Snap-fit 
§  Friction-fit 
§  Interference-fit 
§  Adhesive 
§  …  
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Patentability Search 
§  Example:  indicia and tire (1682 search results) 
§  Example:  abst/(indicia and tire) (45 search results) 
§  Example:  ttl/(indicia and tire) (4 search results) 
§  Example:  abst((indicia OR label) AND (tire OR 

RUBBER)) (138 search results) 
§  Example: tire AND (label OR indicia) AND (snap$ OR 

friction$ OR interfer$) (1434 search results) 
§  Example:  tire AND (label OR indicia) AND ("snap fit" OR 

"snap-fit") (98 search results) 
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Patentability Search 

§  Inventor search 
§  Example:  in/landers-samuel$ (80 search results) 
§  Example:  in/dixon-max$ (93 search results) 
§  Example:  in/bucher-frank$ (1 search result) 
 

§  Assignee search 
§  Example: an/"the goodyear tire and rubber 

company” (27 search results) 
§  Example: an/goodyear (5830 search results) 
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Patentability Search 

§  U.S. Patent Classification 
§  http://www.uspto.gov/web/patents/classification/

selectnumwithtitle.htm 
§ U.S. Class 152 – resilient tires and wheels 

§  Subclass 523 – arrangement of grooves or ribs in 
sidewall 

§  Subclass 524 – having annular inlay or cover on 
sidewalls (e.g., white sidewalls, etc.) 

§  Subclass 525 – characterized by chemical composition 
or physical properties of external sidewall materials 
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Patentability Search 
§  Example:  ccl/152/523 (202 search results) 
§  Example:  ccl/152/525 (129 search results) 
§  Example:  ccl/152/523 (291 search results) 
§  Example:  ccl/152/$ and (label or indicia) (138 search 

results) 
§  Example:  ccl/152/$ and ABST/(label or indicia) (20 

search results) 
§  Example:  ccl/152/$ and (snap-fit OR "snap fit") (18 

search results) 
§  Example:  ccl/152/$ and (interference-fit OR "interference 

fit") (83 search results) 
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THANK YOU! 

§  Laurén Shuttleworth 
     (412) 355-7471 
     lauren.shuttleworth@klgates.com 

§  Mike Lazzara 
     (412) 355-8994 
     michael.lazzara@klgates.com 
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