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Trademarks  ̶ Searching and Procurement



Agenda
§ U.S. Patent Procurement
§ Patent Searching
§ U.S. Trademark Procurement
§ Trademark Searching
§ Overlapping Universes of Intellectual property
§ Case Studies (time permitting)

klgates.com 1



U.S. Patent Procurement
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§ USPTO’s Patent Process 
Overview

§ www.uspto.gov/patents-
getting-started/patent-process-
overview
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Overview of U.S. Patent Procurement Process
§ Prepare application

§ Description
§ Drawings
§ Claims

§ Application is Examined
§ Prior Art Search
§ (Usually) Issues Office Action

§ File Response
§ Amendments, AND/OR 
§ Arguments

§ (Possibly) Final Office Action
§ (Possibly) Amendment, Request Continued Examination, or 

Appeal



U.S. Patent Procurement – how long will it take?
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www.uspto.gov/dashboards/patents/main.dashxml





U.S. Patent Procurement – How much will it 
cost?
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U.S. Patent Procurement – a financial timeline

Maintenance IssuanceExaminationFilingPreparation
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Your Time 
+

Attorney Time
Search Fees?
Drawing Fees?

Filing Fee -
$80/$160/$320
Search Fee -

$175/$350/$700
Examination Fee –
$200/$400/$800

Total –
$455/$910/$1820

§ Fees for a U.S. non-provisional patent application without extras fees for claims or pages
§ Micro Entity/Small Entity/Large Entity 

Issue Fee -
$300/$600/$1,200

@ 3.5 years -
$500/$1000/$2,000

@ 7.5 years -
$940/$1,880/$3,760

@ 11.5 years -
$1,925/$3,850/$7,700

Your Time 
+

Attorney Time
First RCE -

$340/$680/$1,360
Second RCE -

$500/$1000/$2,000



Patent Searching
§ Types of Searches 

§ Patentability
§ Validity
§ Infringement
§ Clearance
§ State of the Art

§ Tools and Techniques
§ USPTO’s Seven Step Search Strategy
§ USPTO Search Example
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Types of Prior Art Searches – Patentability 
Search
§ To determine if an invention is 

patentable / claim scope
§ Look for prior art disclosing the 

invention or something similar
§ Any “public domain” knowledge
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Collecting Information About Inventions
§ Invention Disclosure Form (IDF)

§ Title of the invention
§ Name and contact information for each inventor
§ Field of the invention
§ Current state of the art, including any problems with current 

solutions
§ Objections and goals of the invention
§ Detailed explanation of the invention, including:

§ Advantages over the current state of the art
§ Alternative embodiments

§ Include drawings, flowcharts, logic diagrams, and electrical 
schematics

§ Any prior disclosure of the invention

§ Interview the Inventor(s)
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Types of Prior Art Searches – Validity Search

§ To determine the validity of 
an issued patent

§ Look for prior art 
documents that would 
invalidate one or more 
claims in the issued patent
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Types of Prior Art Searches – Validity Search 
(example)
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Types of Prior Art Searches – Infringement 
Search

§ To determine whether a patent claim would be infringed
§ Compare a proposed product or service to non-expired U.S. 

patents
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September 23, 2016 
+ 

20 years 
+

0 days 
= 

September 23, 2036



Types of Prior Art Searches – Clearance Search

§ To determine if an action is a “safe” practice of the prior art 
(“safe” = reduced risk of patent infringement liability)

§ Try to find that the invention has been “dedicated to the public”
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§ Scope
§ Expired or Lapsed Patents
§ Abandoned Published Patent 

Applications



Types of Prior Art Searches – State of the Art 
Search
§ To determine the “lay of the land” in a technical space
§ Look at the broad, general inventive concept without specific 

implementation details
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USPTO’s 7-Step Search Strategy
1. Brainstorm Terms
2. Find Cooperative Patent Classification (CPC)
3. Verify CPC
4. Retrieve Issued U.S. Patents with CPC, Review and Narrow 

Results
5. Review Each Relevant Patent in Depth including References Cited 

by the Examiner and the Applicant
6. Retrieve U.S. Patent Applications with CPC, Review and Narrow 

Results
7. Broaden Your Search

www.uspto.gov/learning-and-resources/support-centers/patent-and-trademark-resource-
centers-ptrc/resources/seven
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USPTO Search Example – Step 1
§ Invention:  Umbrella with a new rib design to eliminate 

collapsing or inverting due to winds

Step 1:  Brainstorm Terms
§ Umbrella
§ Rib
§ Parasol
§ Sunshade
§ Wind-resistant 
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USPTO Search Example – Step 2
Step 2:  Find CPC 

§ www.uspto.gov
§ Search for “CPC scheme umbrella”
§ Scan results for the best match:  “A45B 25/22 Devices for 

increasing the resistance of umbrellas to wind”
v HINT:  Adjust indentation level
v HINT:  Use CTRL+F
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USPTO Search Example – Step 3
Step 3:  Verify Relevancy of CPC
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USPTO Search Example – Step 4
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Step 4:  Retrieve Issued U.S. 
Patents with CPC

• www.uspto.gov/patent
• Use PatFT tool
• Search String:  

CPC/A45B25/22 
v HINT:  No spaces



USPTO Search Example – Step 4 (continued)
Step 4 (cont.):  Review 
and Narrow Results  of 
>100 patents, including 
U.S. Patent No. 
10,092,069
vHINT:  Click “Images” 

Button
vHINT:  Click “Full 

Pages” Button
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USPTO Search Example – Steps 5 & 6
Step 5:  Review Each Relevant Patent in 
Depth including References Cited during 
Examination

v HINT:  List of the references cited by 
the Examiner and the Applicant starts 
on the front page of the patent

Step 6:  Retrieve U.S. Patent 
Applications with CPC, Review and 
Narrow Results

§ Use AppFT tool
§ Example:  CPC/A45B25/22 
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USPTO Search – Step 7
Step 7:  Broaden Your Search

§ Consider inventor(s) and assignees 
of relevant patents
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USPTO Search – Step 7
Step 7:  Broaden Your Search

§ Keyword Searching
v HINT:  Use OR between 

synonyms
v HINT:  Place phrases and terms 

of art in quotation marks
v HINT:  Use truncation symbols 

($)
§ Other sources:

§ Search the Espacenet patent 
database @ 
http://worldwide.espacenet.com

§ Search Non-Patent Literature 
Disclosures
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Trademarks

JUST DO IT.®

NBC chimes
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Trade Dress
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Trademark Procurement
§ USPTO’s Trademark Process
§ www.uspto.gov/trademarks-getting-

started/trademark-process
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TM à



Trademark Procurement - flowcharts
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1(a) Basis
Use-in-
Commerce

1(b) Basis
Intent-to-Use

www.uspto.gov/trademark/trademark-timelines/trademark-application-and-post-registration-process-timelines

Follow 1(a) timeline, then…



Trademark Procurement – a financial timeline

Maintenance ExaminationFilingPreparation
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Your Time 
+

Attorney Time
Search Fees?

Filing Fee -
$750/class (or 
$350/class if 

electronic filing)

§8 Affidavit between 5th
& 6th years -
$225/class

§§8 and 9 Affidavit 
every ten years -

$425/class

Your Time 
+

Attorney Time
Statement of Use -

$100/class
Extension of Time 

- $125/class



Trademark Searching
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• www.uspto.gov/trademark
• Exact mark
• Part(s) of the mark

v HINT:  Try sounds-like 
searching

• Combine part(s) of the mark 
with an International 
Classification (IC) (Find @ 
www.wipo.int/classifications/
nice/en/)

• Combine part(s) of the mark 
with goods or services

• Other sources:  common law 
use (search online)



Overlapping
Universes of 
Intellectual 

Property
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Function

BrandAppearance

Utility Patents

TrademarksDesign 
Patents

Copyrights

Trade Dress



Case Study #1 – Beatbots LLC
§ Founded by a CMU grad student
§ Website:  http://beatbots.net/
§ Products and Services

§ Robots
§ Software
§ Apparel

§ Intellectual Property
§ Utility Patents (search at www.uspto.gov)
§ Design Patents (search at www.uspto.gov)
§ Trademarks (search at www.uspto.gov)
§ Copyrights (search at www.copyright.gov)
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Beatbots’s Brand
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§ Trademarks
§ Registered U.S. trademark BEATBOTS in 

International Classes 9 (electrical and scientific 
aparatus), 25 (apparel), and 28 (games and 
playthings)

§ Foreign trademarks
§ Unregistered marks



Beatbots’s Blennie
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§ A wobbling robot that exhibits 
vestibulo-ocular reflex

§ http://beatbots.net/blennie
§ Intellectual Property

§ Utility Patent:  U.S. Patent No. 
9,358,475, which claims priority 
to a provisional patent 
application

§ Design Patent:  U.S. Design 
Patent No. D714,881

§ Trademarks?
§ Copyright?
§ Trade Dress?
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11. A robot, comprising:
a body comprising an inertial measurement unit, wherein 

the inertial measurement unit is configured to detect a direction 
of movement of the body;

an eye movable relative to the body, wherein the eye 
comprises an actuation assembly comprising:

a first actuator comprising a first output drive;
a second actuator coupled to the first output drive, 

wherein the second actuator comprises a second output drive, 
and wherein the second output drive is transverse to the first 
output drive; and

a controller in communication with the inertial measurement 
unit and the actuation assembly, wherein the controller is 
configured to control the actuation assembly to move the eye in 
the opposite direction of the direction of movement of the body 
detected by the inertial measurement unit.
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Beatbots’s Ploomi

klgates.com 38

§ A glowing, touch-sensitive, 
interactive robotic character

§ http://beatbots.net/ploomi
§ Intellectual Property

§ Utility Patent:  U.S. Patent No. 
9,421,688, which claims priority 
to a provisional patent 
application

§ Design Patent:  U.S. Design 
Patent No. D714,883

§ Trademarks?
§ Copyright?
§ Trade Dress?
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1.  An emotionally-expressive robot configured to respond to 
touches by an interactant, wherein the emotionally-expressive 
robot comprises:

a body comprising a deformable portion and a non-planar 
outer surface; and

an emotion-expressing system, comprising:
an internal touch sensor embedded within the body, 

wherein the deformable portion of the body is positioned 
intermediate the internal touch sensor and at least a portion of 
the non-planar outer surface, and wherein the internal touch 
sensor is configured to detect externally-applied forces at a 
plurality of non-planar locations on the non-planar outer surface 
through the deformable portion;

a feedback generator; and
a controller in communication with the internal touch 

sensor and the feedback generator, wherein the controller is 
configured to determine an emotional state of the robot based on 
feedback from the internal touch sensor, and wherein the 
feedback generator is configured to generate feedback indicative 
of the emotional state.
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Beatbots’s metrognōm
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§ A metronome and a metro-
gnome

§ http://beatbots.net/metrognom
§ Intellectual Property

§ Design Patent:  U.S. Design 
Patent No. D714,888

§ Trademarks?
§ Copyright Registration Nos. 

VAu001149651 (color 
drawing), VAu001149660 
(line drawing), 
VAu001149726 (sculpture) 

§ Trade Dress?
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Case Study #2:  Uber Technologies Inc.
§ Provider of a mobile application that allows users to 

request transportation services and automatically 
sends the closest available Uber driver to the user

§ Founded in 2009
§ Currently available in over 60 countries
§ www.uber.com
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Uber’s Intellectual Property
§ Issued U.S. Utility Patents
§ Issued U.S. Design Patents
§ Issued foreign patents (Canada and Europe)
§ Pending U.S. and foreign patent applications
§ Registered U.S. Trademarks, including:

§ UBER
§ UBEREATS
§ UBERRUSH
§ UBERX
§ EVERYONE’S PRIVATE DRIVER
§ UBERCAB
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Independent Claim 1 in U.S. Patent No. 10,156,849

What is claimed is:

1. A computing system, comprising:
one or more processors; and
one or more non-transitory computer-readable media that collectively store instructions that, when executed by the 

one or more processors, cause the computing system to perform operations, the operations comprising: 
prior to receiving a user input: 

determining a primary motion plan that controls an autonomous vehicle towards a first destination;
determining a secondary motion plan that controls the autonomous vehicle to a second destination that 

is different than the first destination; and 
controlling the autonomous vehicle according to the primary motion plan;

receiving the user input; and
in response to receipt of the user input, switching a control of the autonomous vehicle from the primary motion 

plan to the secondary motion plan that was determined prior to receipt of the user input;
wherein the computing system comprises multiple redundant motion planning systems, the multiple redundant 

motion planning systems comprising:
a primary motion planning system that determines the primary motion plan; and
a secondary motion planning system that determines the secondary motion plan; and

wherein the primary motion planning system and the secondary motion planning system share sensor data but 
separately determine the primary motion plan and the secondary motion plan.
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THANK YOU!

§ Laurén S. Murray
(412) 355-7471
lauren.murray@klgates.com
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