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Developing an IP Road Map

= What type of protections are available?
= Patents (Utility and Design) / Trade Secrets
= Copyrights
= Trademarks / Trade Dress

= Contractual Rights (e.g., Confidentiality and
Development Agreements)

= When and where would we like to pursue protection?
= What are our IP protection priorities?

= How do we best use our resources to maximize IP
protection and minimize IP exposure?

klgates.com 1



Examples of Different Types of IP

Copyright (expression of the idea
Trademark (source identifier of a process for making a baked product)

for cooking products or services)

Grandma lda’'s®
Cookbook

e

..... % Recipe>is

1. Mix eggs, flour, milk, chocolate chips,
and hot peppers.

2. Form into cookie shapes.

3. Bake at 350° C for 40 se\conds.

Patent (underlying idea of a process for making a baked product)
— could also be kept as a Trade Secret
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Intellectual Property Fundamentals

Patents
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Patent: What is 1t?

1.

3.
4.

An “exclusive” right — the right, for a limited time, to exclude or stop
others from making, using, selling, offering for sale, or importing the
invention — these are called “infringements” of the patent right.

Operative word is “exclude” - a patent is not an affirmative right to make,
use, or sell the invention. It is an exclusive right to prevent others from
doing so. In fact, it is possible to infringe another’s patent rights by
practicing your own patented invention.

Invention must be “novel” and “nonobvious.”

The right is granted in exchange for disclosing to the public the details of
how to make and use the invention. Sort of a “contract” between
inventor and government with the public as the third party beneficiary.
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Why a Company Should Care About Patents

= Block competition.
= To attract investors.
= As collateral for financing.

= For cross-licensing in settlement of patent
iInfringement action.

= License for revenue stream.
= Document the Company’s intellectual property.
= Establish a prior user defense to infringement.
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Procurement. Patent Application Types (U.S.)

= Utility — protects processes, machines, articles of
manufacture, compositions of matter, including
functional features — generally good for 20 years
from filing date.

= Provisional — not a formal patent application in that
It cannot issue as a patent.

= Do not need claims, oath or declaration or prior art
statement.

= Provides evidence of a date for the invention.

= But, description requirements are the same as for
utility application.
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Procurement. Patent Application Types (U.S.)

= Design — protects only new ornamental designs for
an article of manufacture and not functional features
— good for 15 years from issue date.

= Plant — Protects distinct and new asexually
reproduced plant varieties.
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Patentability Requirements

In the United States, a patent will be granted on an application:

= |f the invention falls within the scope of the subject matter Congress has
determined is deserving of patent protection (process, machine, article of
manufacture, or composition of matter);

= |f filed by the first inventor to file or to disclose and file within one year,

= |f the invention is useful, novel and nonobvious: and,

= |f the invention is described in the manner required by statute (written
description, enablement, and best mode).

klgates.com



K&L GATES

What can be covered in a utility patent
application? What is patent-eligible?

- Machines (e.g., computer system)

- Articles of Manufacture (e.g., genetically-
altered mouse)

- Compositions of Matter (e.g., chemical
compounds)

- Processes (e.g., software or “computer-
Implemented methods”)

*** Software Alert — Beware Alice v. CLS Bank!
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LOCKING DEVICES FOR BOAT LIFTS

BACKGROUND

A hoat Lift system may be used o dock and stose a wide
variety of boats suchas power boats, portoon boats, sailboats,
and persenal watercrafis, forexample. A boat lift system may
inelude a cradle and a 1ift mechanizn that aflects movement
uf the cradle. The ceadle may move uprvard and downward 1o
lift and lower o boat held by the crudle relative o the surface
of the water. Further, the il mechanism may be controlled by
a gontrol system. The control system of the lift mechanism
may he secnre to prevent nnanthorized vse of the it mecha-
mism and subsequent unouthenzed use of the boat beld by the
crudle. For example, the control system may be secure by
requiring a key or access code for operation or by otherwise
postiionng the control system i a secure location such as o
hoathouse or gamge, Tor example.

Eome iR mechanisms fora boat 1 syetem may inchude a
cabibe that attaches 10 e cradle. Thoush the control system of
the i sechanizm may be secune, an unauthorized user could
sever thecable o drop the cradle and relesse the boat from the
Thoraat Jaft system. Additionally, environmental conditions may
cynge corrosion of the cable, which may similarly cause the
cable to break and release the boat. When the boat is deopped
inte the water and relensed, the boat may sustain damages.
Furthenmore, the cable of the [t mechanism may be subston-
tially fexible such that severe weather conditions, including
strang winds, thunderstorms, and hurricones, for example,
may cavse shifting of the cable and o corresponding shifting
of the ersdle md Uhe boat held by the ersdle, As the boat shifts,
it muy strike part of the boat it system or another object o
siruciune, whi iy conse darmage to the boat.

Aceordingly, it may be advantageons o provide o security
member the restrms shifling of the crdle aodor the ol
haeld therein during severe weather. Fusthermose, it may be
advantageons o provide a securty member that holds the
Tt in the boat lift system deapite severanee of the [ift mecha-
nisim eables. Additionally, it may be advantageons w provide
a seeurity member that prevents thett and/or nnouthorized
and’or wnintentional release of aboat from & boat lift system.
More generally. it may be advantageous o provide an
improved secarity member for a hoat lift system,

BRIEE DESCRIFTION CF THE FIGLIRES

The features and sdvamtages of the present invention may
e hemer undersiond by reference o the accompanying Fig-
ures in which:

FIG 1 is a perspective view of security members interfac
ang with a boat 1ift system aceording 1o at least one embodi-
ment of the present disclosure;

FIG. 2 s an elevational view of seeurity member embodi-
menis and the boat Lifi system of FIG. 1:

FIG. 3 iz a plan view of sconrity member embodiments and 3

ihe bt lift system of FIG, 1;

FIG. 45 0 perspective view of o security member embodi-
meni of FIG, 1.

FIG. 5 is mnother perspective view of a security member
embadiment of FIC 1;

FICE. 6 1% o elevationzl viesw of a security member ernbaodi=
mien of .

FIG. 7 i another elevational view of a security member
embodiment of FIG. 1;

FIG. 8 i an elevational view of a security member baving
a handle aceonding 10 at least one other embodiment of the
present dischosure,

3

4

&

v oor nherently suppored by, this specificat

2

FIG. 9 15 an elevational view of the secorty member
embodiment of FIG. &

FIG. 10 i a perspective view of o telesooping security
memiber according 10oal leist one other embodiment of the
present disclosure:

FIr. 11 i3 an elevational view of the teleszoping security
membsr embodiment of FIG amd

FIG. 12 is an elevational view of hinged security member
embodiments interfacing with the boat it system of FIG. 1
aeeonding 1o at least one other embodiment of the present
disghosure.

DETAILED DESCRIFTION

Varaus embodaments are deseribed and illustrated in this
specification to provide anoveral] understandang of the sieps
el wsees of e disclosed devices and methods, I 15 wnder-
st Thint Thee vaarons embodiments described and illustrated
in this specification are pon-limiting and non-exhaustive.
Thug, the invention is not limited by the deseription of the
varions non-limiting and non-exhaustive embodiments dis-
closed in this specification, 1n appropriate circumstances, the
leamires and charetenisiics described in eonnection with
varions embodiments may be combined with the features and
charcteristics of other embodiments, Such modifications
and variations are intended to be incleded within the scope of
this specification, As such, the claims moy be amended 1o
recite any steps, limitations, features, and/or charcterstics
expressly or inherently described i, or otherwise wcprcsslv

camils) reserve the right o amend the
disclaim sleps, lmiations, features, andior charcienstics
thiat are present in the pror art segardless of whether such
feamurs are explicitly described heren. Thenefone, any such
amendments comply with the requirements of 35 TLA.C.
112, first paragraph, and 35 US.C. §132a). The various
embodiments disclosed and described in this specification
can comprise, consist of, or consist essentially of the steps,
limitationa, festures, and'or characteristics as variously

¢ described herein,

The prammatical articles “one™, “a™, “an™, and *the”, ifand
as wsed in this specification, are intended 1o inchxde “at least
one”™ or “one or more”, unless olheraise indicnted. Thos, the
articles are vged in this specification to refer to one or more
thanone (i, ot least one”) of the grmmatica) ohjects of
the article, By wiy of example, “n component” means one or
N componEnts. and thus, possthly, more D one it
nemt B |.1|||l|.-.||1|'||.|I:1.|J ancd may be employed or wed inan
gl of the described embodi Furiher., the

v ouse of a singular noun includes the plueal, and the use of a

phural noun isclodes the singular, wnless the eontext of the
usage requires otherwise.

Varions embodiments described in this specification are
directed to a device for securing a hoat in  boat 1ifi svstem.
One non-limiting and non-exhaustive application described
and ilhstrated herein is a plumlity of security devices for
securing  homt relative 1o a boot Tiftsystem, Howeer, it will
e undersiood that the security devices described herein moy
be vsed in connection with any suitable boat 1ift systems.

¢ Furthenmore, the secority devices described herein con be

i, adjusted awbior scaled w fit varions boat B sys-
wems.

A aspeect of the present disclosure 15 directed to o syslem
comprismg a boat 1ift system and security members. [novan-
ous embodiments, the hoat L system comprases longitedina]
supports and a cradle operably moveable upward 10 a lifted
position and downward 1o a bowered position relative o the

klgates.com
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3
Jongitichinal supports, Further, each secunty member is strue-
tured to hang from a longitudinal support and w0 operably
mowve along the kongindmal suppont between an engaged
pesition and o disengaged position. In varions embodiments,

each security member comprises a bracket stroctured 1o hold -

the cradle ina secured position when the security member is
in the engaged position.

Another aspect of the present disclosure iz directed w a
device for a boat 1ift system, wherein the boot lift system
comprises a plurality of Jongitdinal suppons and a ceadle,
and wherein the cradle is configured o move between a lifted
position and o lowered position relative 1© the longitudinal
supports, In varous embodiments, the deviee comprises a
plurhity of secunty members positiemahle relative 1o the heoat
Iift system. Further, each security member comprises o
hooked portson and a bracker In varions embodinents, the
howked portion i strociured 1o engage one of the lomgindinal
supports siach that the security member hangs therefrom.
Further. the hooked portion is structured 1o move relative o
the longitudingl supporn w move the securty member from
supportive position te 8 non-supportive position relative to
he eradle. [ varous embodiments, the bracket s stmctived
o hold the cradle in o secared position when the security
member is in the supportive position.

Another aspect of the present disclosune is directed woa 2

method for selectively preventing movement of a cradle of &
boat lifi system that is aperably moveable betaeen a lifted
position and a lowered pesition relative to longiudingl sup-
pors of the hoat lift system, In varkous embodiments, the
misthind eomiprises hanging o plurliny of security members
frivm the kmgandinal supports n disengiged positions. The
method further comprises positoming the ersdle in the low.
ensd posttion, meving a boat onto the eradle, moving the
ernclle upward from the bewered position to the Bifted position,

mioving each security member along the longitadinal suppost 3

from the disengaged position to an engaged position, and
miowving the cradle dowiward froo the lified position wowaed
the lowerad position. [n various embodiments, o beacket of
each security member holds the eradle in 8 locked position
intermediste the lifted position snd the lowered position,
Referring primarily to FIGE. 1-3. o security member 50 can
prevent nnthorized orunintended removal ofaboat 18 from
a boat lift system 20, FIGS. 1-3 illustrode one form of o
commercially available boat lift system. As the present
Iatailed Deseription proceeds, however, o person of ordinary
skall in the art will apprecuste that the vanous festures and
sibvanlages of various security member embodiments dis-
elosed bersin may be elfectmvely emploved 10 connection
witliother commercial boat lift arrangements without depart-
ing from the spirll and seope of the presem disclosure. For
example, the boat Lift system 20 can include upright supports
21, longitudinal supports 24a, 248, and a cradle 26, In various
constructions, the opright supports 22 can be anchosed in
place by a foundation (not shown) below or above the surface

of the water, In &t least one amrangement, the upright supporis 4

22 can be otherwise secured at the docking location such as
anchored o g dock or the shore, for exomple. The boat Tify
sysbem 20 can include four upright supports 22 that define the
corners of the boat lift system 20, Por example, one upright
support 22 can be positioned ot ench of the four comers of the
ot It systern 20 Referring sull i FIGS. 1-3, the upright
supports 22 cim hold and support the longiudinal supports
2da, 245 of the boat Lift system 2. Each longitdinal suppoert
2dar, Mb can traverse hetween two uprght supports 22 on a
side of the boat it system 200 In other words, a first longin-
dinal suppon 2de can longinsdinally extend along a first side
of the boat lift system 20 and a second longiudinal suppon

-

4

4

24b can longiadanally extend akong a second side of the boat
lift system 20 The first and second leagitudingl supports 2da.
24b can be pasallel or substantially parallel and the second
Tongimudinal support 245 can be katerally positioned relative
o the frst longitudinal suppon 2o, Further, & shown in
FIGS. 1-3, each longindinal suppon 2da. 248 can inclode
two beams, one on each side of the upright support 220 A
fastener 23 can extend into andfor through the tvo beams of
ench longitsding] support 24, 246 and/or through the upright

¢ support 22 o seeure te two beams of the longituding] suppornt

Tda, 248 to the wpright suppor 220

Feeferring still 1o FIGS., 1-3, the crsdle 26 can be positioned
hetween the parallel-positioned longitudinal supports 2da,
24h. As deseribedd herein, the cradle 26 can move between a
lifted position and a lowered position relative 1o the kongin-
dimal supports 24a, 246, Refermng sill 1w FIGS, 1-3, the
crnlle 26 of the boat Tift system 20 can mehude lateral mem-
hiers 28 and ermdle members 30 The Eiteral members 28 can
laterally traverse the first and second lengitudinal supports

a0 Ida, 245, The lateral members 28 can be perpendicular or

substantially perpendicalar to the first and second longitudi-
nal supports 2a. 245, Further, te cradle members 30 can be
parallel or substantially parallel 1o the first and second longi-
tdinal suppors 24e, 248

Beferring still o FIGS. 1-3, the boat Jift svstem 20 con
inchede o lift mechanism 36 configured to move the crodle 26
berween the lowered position and the lifted position, The Lift
mechanism 36 con include o motor 42 and o pulley system
having meable 40 and a pulley drum 38, Thecable 40 of the lift

omrechanism 38 can be a rope, a belt, ora cham, for example.

The mator 42 can power the pulley sy stem of the it mecha-
mism 36 1o drew the cable M around or Prom the pulley drim
38, o at deast one embodiment, the coatrols (not shown ) for
thes Lt mechanisan 36 can he secunsd o prevent unauthorized
use of the 117t mechaniso and subsequent unauthorized use of
the boat beld by the eradle. For example, the controls can be
secure by requiring a kev or access code For operation. Addi-
ticnally, the controls can be lecated in a secure location such
as a boathouse or garage. for example, and can wirelessly

¢ communicate with the 1ifi mechanism 36, In various embodi-

ments, the secore keation can be locked to resirict aceess.
Whizn the seeurity members S0are inan engoged pesitioned,
the security members S0 can operably hold the cradle 26 ina
secured position, a8 described herein, The secured position
can be between the lifled and lowered positions,

Feefermng primanty w FIGS, 4.7, 0 security member S0 cian
ke @ shaft 82 extending between a hooked portion A and
i hrsacket T Tt least ome embodiment, the security member
Sl can be formsed from metal sueh as alumimim or stainless.
steel, forexample, However, the secarity members S0 may be
formed from ether metals or composite materials having sof-
ficient strength w0 support the koads applied durieg vse. ln
somme embodiments, the various composents of the shaft 82,
the hooked pormion 60 and the bracket 70 con be welded
wogether and’or eonnected using appropriate fasieners and/or
other well-known technicues, The shaft 2 can be tubular and
can have o recinngulor cross-szction, such s o shali formed
Irom o meta] box tube, for expmple. The shaft 52 andor other
components of the security member 30 con be twbular or

¢ hollew o reduce the volume of material and the total weight

of the security member S0 When the shaft 52 1 tbalar, a
plate 53 (F1GS. 4 and 5) can cover the end of the shaft 32. In
otlser embodiments, The shafi $2 can be partially, substantially
or entirely solid andior com have a polygonal and'or elliptical
crs-section, for example. In other embodiments, the sides
of the shafl 52 may remain open. In at least one embodiment.
the shaft 52 can be approximately 121 inches by approsi-

klgates.com
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5
mately 3 inches by approximately 3 inches, forexample. The
dimensions of the shaft 82, as well a5 the other pans of the
secunty member S deseribed herein, can be adjusted and/or
scaled 1o fit the security member 80 to various boat lifi sys-
tems and are nod intended o be limiting.

Relerming stll wo FIGS, 4-7, the hooked portion &0 of the

securaly member 50 cam include a hook B2, an upper gussas
6, ond hlecks 66, When the secority member S00s positioned
relative 1o e boat lift system 200 [FIGS. 1-3), as described
herein, the hook 62 can extend over and partially around the
Tongitadinal support 2, 248 w0 engage the boat 10 system
20, In o Jenst one embodiment, the hook 62 can be formed
from two sections of metal box abe that leve been cut,
mitered, amd welded together at a right angle, In o least one
enbodiment, the fest section can be appeoximately 14 inches
by approximately 3 inches by approximately 3 inches, for
example, and the second section can be approximately @
inches by approximately 3 inches by approximately 3 inches,
fior example. When the hook 62 is obular, 3 plate 63 (F1G. 4)
can cover The end of the ook 62,

The upper gusset 6d of e hooked portion 60 can extend
between the shaft 52 and the hook 62. The npper gosset 64 can
support the hook 62 relative to the shafi 52 o incresse the
strengih and durability of the security member S0, In at least
one embadiment, the upper gusset &4 can be o fiat or substan-
tinlly for plate that is epproximately 0.5 inches thick, for
example. In at least one embodiment, the upper gusset 64 can
be approximately 9 inches by approximately 0.5 nches by
approximately % inches, for example, and nclude an
argulesd side. The block 66 of the securty member S0 con be
positoned withan the hook 62 of the hooked portion 6l When
thie block 66 is tubular, a plate econ eover the end of the block
fh. When the security member S0 positoned relative to the

ot 1ift aystemn 20, a5 described herein, the Block 66 can lift 3

the hook 62 out of contact with any top-mounted equipment
such as the lift mechanism 36 (FIGS. 1 and 3). for example.
Referring primarily o FIGS. 4, 8, and 7. the security member
50 can have two blocks 66 in the hook 62 such that a pulley
drum 38 andlor cable 40 con protnade between the two blocks
6. One Block 66 can be welded 1o dhe shafi 52 and a first
section of the hook 62 and another block 66 can be welded 1o
the first and second sections of the hook 62, In a1 least one
embadiment, the blecks 66 can be formed from a metn] box
twhe and can be spproximately 2 inches by approximately 3
inches by spproximately 3 inches, for example. The exem-
plary dimensions of the hooked portion &0 of the secury
member 30 can be acdjusted anddor scaled wof the secormy
member 5010 varions boat R systems and are not intended 1o
b limiting.

Mg described berein, the secunty member S0 con be posi-
tioed relative o the boat 1ift system 20 such that the hooked
portion 60 engages a longiudinal support 24da, 2485 and the
socurity member 50 hangs from the longitudinal support 24a,

245 (FIGS. 1-3). Furthermore, the hooked portion 60 can be 53

structured 0 move slong or relative o the longimdinal sup-
port 24, 245 to move the seeonty member 50 from an
crgaged. or supportive, position to o disengaged, or non-
supportive, pesitien relative o the ersdle 26. 1o at least one
embodiment, the hooked portion 60 of each security member
S G shide aloag 2 top surface of the longitiding] support
24a, 245, The beoked portion 70 can inchede o polvmere
coating or pad (nof shown) e reduce friction and ease move-
mient of the hooked portion T along the longimudinal support
2da, 24k The coating or pad can comprise pelvietrafloon-
cthylene (FTPE) {Teflon®), for example. Tn varsous embodi-
menis, & bottom surfsce of te block(s) 86 of the hooked

&

]
portion 70, which can come into eontaet with the longitsding]
support 2da, 248, can include o FIFE coating.

Beferming still o FIGS. 4-7, the bracket 70 of the secunty
member S0 can include a shell 72 and a lower gusser T4,
When the security member 840 s in the supportive position,
the bracket T can be structured o lold the ceadle 26 (FIGS.
1-¥) in a secured position. as describad herein. The cradle 26
can rest on the shelf 72 of the bracket T when the eradle 26
1= held in the secured position. Inat least one embodiment. the

v shell T2 can be formed from two sections of metal box wibe

that have been cut. mitered. ond welded wgether ata right
angle, In af lepst one embodiment. the first section can be
approximately 10 inches by approximaiely 3 inches by
approsimately 3 inches, for example, and the second section
can be approsimately 9 inches by appromimately  mehes by
approsimately 3 aches, for example. When the bracket 70 s
bk, o plate T3 (F1G. 5 ) can cover the end of the bracker T,
Furthermaore, the lower gusser 74 can extensd between the
shaft 52 and the shel 172 o help secure the shelf 72 wthe shaft

a0 51 The lower gusset T4 can suppor the shell T2 relative tothe:

shaft 81 to increase the strength and durability of the security
ekt B0, In af least one embodiment, the lower gusset 74
can be a fat or substantially far plate that is approximately
0.5 inches thick. for example. In ot least one embodiment. the
Jowver gussed T2 can be approximately 10 inches by approxi-
mately 005 inches by opproximately & inches, for example,
The exemplory dimensions of the bracker 70 of the security
member 51 can be adjusted andlor scaled io fit the security
member 50 o varous boat |ifi systems and are not intended 1o

v he limiting.

Beferrng primarly o FIGE. 4 and 8, the hooked portion 6
af the security member S0 can extend rom the secunty mem-
ber S0 in a first direetion X, In other words, the hook 82 can
extend wwiay from the shaft 52 in the frst direction X Fur-
thermore, the bracket T0 of each security member S0 can
extend from the security meimber 30 in a second direction .
In oiher words, the shelf 72 of the bracket 70 can extend from
the shafi 82 i the second direction Y, Refemring still to FIGS,
4 and &, the second direction ' can be rotational ly orjented

¢ orelative 1o the first direction X, For example, the second

direction ¥ can be rotationally eriented approximately
degress relative to the fisst direction X such that the axis
defined by the hooked portion 60 is a1 a right angle or sub-
stantially a right angle io the axis defined by the bracket T,
Refermng primanly to FIGS. 8 and 9, a0 security member
150 having o shalt 152 can ke substantially similar to the
securily member 50 having the shaft 52, which s described
herein, Additonally, the security member 150 cn have a
handle 180 on the shafi 152 hetween the heoked portion 60
and the bracket M. The handle 180 can extend from the shafi
152 in a thind direction # that 15 opposite to or substaatially
opposite o the second divection ™ (FIG. 8). In other words,
the thind direction # can be rotationally arented approxi-
mately 90 degrees from the first direction X (FIGS. 4 and 5)
and approximately 180 degrees from the second direction Y,
The handle 180 can prowvide a surface for @ user (o grasp in
order to fogilitate movement of the seeurity member 1500
relative 1o longitudinal support 244, 245 (FIGS. 1-3).
Beferring again to FIGS, 47, the shaft 52 of the security

¢ member 50 can have a fixed, non-variahle length, Referring
il

niww [ FIGES shafl 252 ol a securily member 250,
which 15 sul tiadly similar to the secunty member 50, can
have a non-fixed, varmble lengih. The shaft 252 can isclude
Wi coanponents—a first component 282 and a second com-
ponent 284, The first component 282 s include the hookeed
portion 60 and the second component 284 can include the
bracket T0. Furihermore, ihe second component 284 can be
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structned o telescope or move axially nelative wothe fiss
component 282, In other wonds, at beast a portion of the first
component 282 can be hollow and can receive at least a
portion of the second component 284 therein such that the

first and second components 282, 284 operably overlap. A 2

plate 2583 can cover the end of the hollow fiest component
{F1G. 1), The second component 284 can elide imward and
cuiward relative to the first component 282,

Relerning siill to FIGS. Dhand 11, the securty member 250
can further include a locking assembly 285 stoctured 1o
segeun: the second component 284 relative o the first compo-
nent 262, The kocking sssembly 285 can inchude an opening
286 in the first component 282 and an opening 286 in the
secnmd component 284, When the openings 288 of the first
ansd secomd components 282, 284 are aligned, & pin 288 of the
Tocking assembly 285 can be positioned through the openings
286 10 secure the first component 282 relative 1o the second
component 284, In a least one embodiment, the pin 288 can
include a Jock or detend 287 along the shafi of the pin 288 1o
secure the pin 288 in position in the openings 286. The pin
288 can also inclode a pulling eve 289 to facilitate removal of
he pin 288 from the openings 286, Referring sll w FIGS. 10
arsd 11, the first and/or the second components 282, 284 can
include a plorality of openings 288 armanged in a row. By
incregsing or decressing the overapping sections of the first
and second componenis 282, 284, the length of the securty
member 150 can be adjusied. In at least one embodiment, o
first component of a varable-length secarty member shaft
cin e pasiticned relmive 0 a secomd compenent of the vari-
able-length secorty member shalt by other well-known ech-
migues sueh as a detent assembly andior a Uiresded connes-
T, For example,

Referring spain 10 FIGS. 1-3. a plurality of security mem-
thers S0 can be positioned relative o the boat Tt system 20 10

peevent unawthorized or otherwise wintended deployment of 32

the cradle 26, For example, the looked portion &0 of each
securily member 50 can engage a longitudinal supporn 24a.
24¥ sueh that each security member 50 hangs from a longi-
midinal support 2da. 246, Forthermore, in at leastone ernbodi-
ment, & single security member 50 can hang from the first
longitudinal suppont 24 and a single security member 50 can
hang from the second longitodinal support 246 such that only
one security member 30 is positioned on each side of the
cmdle 26, Keferring still 1o FHGS, 1-3, two security members
Sl can hang from the first longiudinal support 24 and twa
securily members 30 can hang from the second longitutinal
suppiort 245 In such an armangement, twa security members
Sthcan hang froom each longimdinal support 24, 245 between
adjscent upright supports 24a, 245, In other words. rawo secu-
rity members S0 can be positioned on each side of the cradle
26 and four wotal secunty members 50 can be positioned
relative to the boat Lt system 200

As described herein, the security members 50 can move
between the engaged or supporiive position and the disen-

gaged or non-supporive position. Inthe engaged position. the 33

hracket T con be aligned with a loteral member 28 of the
emdle 26 and can be structured to receive & portion of the
Interu] member 28 on the shelf 72 thereol, The bracket 70 of
the security member 50 on the first lengibading] support 244
cin receive a firs end of a corresponding lateral member 28
anwd the bracket 70 of the secunty member 30000 the second
Inngimdinal support 246 can recetve o secomd end of That
samie Lateral member 28, Referring primarily o FIGS_ 1 and
2, the lateral member 38 can rest on the shelf 72 of each
hracket 70 when the security member 50 15 engaged with the
cradle 26 in the engaged or supportive position. In the disen-
gaged or non-sapportive position., the bracker 0 can be mis-

]

&

8

aligred with the kiteral members 28 of the crmsile 26 1 permit
the cradle 26 w be raiged or lowered. In other words, though
e cradle 26 can be lowered o and/or past the secured posi-
tiom, the bracket T will mot engage or catch a keral member
28 of the eradle 26 In the disengaged position, the cradle 26
can move upward and downward past the brseker 70 withow
engaging it and thus the cradle 26 can be lowered 1o the
lewered pogition, for example, to place the boat 18 in the
wailer,

Beferring still 1o FIGS, 1-3. 0 dock the boat 18 in the boat
lift system 20, the cradle 26 can be positioned in the lowered
position. The 1ift mechanism 36 con be used o drw the
pulley cable 4 from the pulley drom 38 1o lower the crodle
26, Omee the crudle 26 15 positoned in the lowered positon,
the boat 18 con be moved onto the cradle 26, The cradke
mremibers 30 of the cradbe 26 can securely hold the boat 18, In
at least ome embodaiment, the cradle members 30 can sumound
a piartic o1 the boat 18 suech that the arsngement of the cradle
membsers 30 can match o substantially maich the foem of a

20 botiem portion of the boat 18,

Onee ihe boat 18 is securely held in the cradle 26, referring
atill to FIGE, 1-3, the lift mechanism 36 can be amployed o
affect the position of the cradle 26 ond the boat 18 thereon.
The lift mechanism 36 can be nsed toowrap dhe pulley cable 40
aromnd the pulley drom 38 o lift the cradle 26 from the
Tewered position io the lifted position, Onee the cmdle 2635 in
the lified position, ihe security members S0 can be noved
along the longitudinal supports 24w, 248 from the disengaged
position to the engeed position, I'lhu seenrity masmbers 30

vocan shide along the onginsdinal supports 24a, 2db. for

example, and a handie 18I0 (FIGS. 8 and 9) can facilitate
mevement of the secunty members S0 between The disen-
zaged and the engaged positions. Upon positioning the secu-
rty members 30 in the engaged position, the crsdle 26 can be
v downward from the lifled position wwands the low-
ered pogition. The [l mechanizm 36 can be used o draw the
pulley calsbe 400 from the pulley drum 38 o lower the cradle
26, Dowrweard movement of the cradle 26 can by limited by
the brackets 70 of the security members 80 in the engaged

¢ position. The brackets T can receive the loteral members 28

ol thecradle 26 o prevent the cradle 26 From lowering heyond
the secuned position, In other words, the crmdle 26 coan be hild
in the secured position, though the lifi mechanism 36 con
continue todrw the pulley cable 4 from the pulley dmm 38
and attemnpdt o farther lower the cradle 26. Slack may gather
n the pulley cable 40 as the It mechanism 36 attemipts 10
contimee bowering the erudle 26 after the cradle 26 has
redached the seeured positon.

Referring still wo F1GS. 1-3, when the securiny members 50

v hold the cradle 26 in the secured position, the boat 18 can

exiert a gravitatonal foroe on e eradle 26 and a comspond-
g Force among the hooked portions 80 of the securty mem-
bers 80, The aravitational force exered by the hoat 18 can
operably restrain movement of the security members 50 from
the engaged position to the disengaged position. In other
words, the desdweight of the boat 18 con preven disengage-
ment of the security members 50, and thus, lock the secured
bt 18 in the boat L system 20 Lo at leost one embodiment,
a oot owner can turn off power to the 1ift mechanism 36

¢ andfor prevent aceess (o the it mechanism control, Accord-

gy, the cradle 26 o renain in the secunal position even i’
the pulley cable 40 is severed or bruken.

To release the boat 18, referring stll 1o FIGS, 1-3, the Lift
mechanism 36 can be nsed to lift the cradle 26 upward from
T secured position 1o the lifed position. The ensdle 26 can
e vervied upavand an least uniil it disengages the Bracker 70 of
the security member 50, Once the cradle 26 disengages the
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hracket 70, the secunty members 50 can be moved along the
longimdinal suppon 24a, 245 from the engaged position
the disengaged position. The secudty members 50 can slide
along longiodinal supports 2da, 248, for example, and a

handle 180 (FIGS. § and 9) may be used o Geiliae move-

mient of the securty members 50 along the longitudinal sup-
poris 2da, 245 between the engaged and disengaged posi-
tions. Once the security members S0 are in the dizengaged
position. the cradle 26 con be moved downward from the
lifted position o the kwered position, for example, 1o lower
ithe boat 18 into the water. The boat locking and unlocking
process described herein can be repeated a5 necessary 1o
refock the boat afier use ond o re-unlock the boot for subse-
guienl s,

Referring now to FIG, 12, a security member 380 can
include a frst component 382 and & secomd component 384,
s lar g the security member 250 diseribed in berein. The
first component 382 cam inclide the hooked portson 8wt
the second component 384 can include the bracket T0. Similar
o other embodiments deserbed herein, the hooked portion
6 can be structured to engage the longimdinal member 24q,
24 and the bracket 70 can operably support the cradle 26. A
hinge 30 can hingedly connect the first component 382 and
ihe second component 384 such that the security member 350
ig structured do pivod or rotate at the hinge 390, The security
member 350 con pivot or rotate at the hinge between an
engaged position and o disengaged position. When the secu-
rity member 330 s in the engoged position, the bracket 70 can
hold the cradle 26 in & secured position. Purther, when the
securly member 3540 15 in the disengaged position, the crcdle
26 G e moved B the losvered positaon. The second coms=
ponent 384 of the securly member 3510 can paivel upward 1o
the disengaged position sueh that the brseker T moves out of
alignment with the laeral member 28 of the cradle 26. Fur-

ther, the second component 384 can pivor downward 1o the 3

emgaged position such thar the bracket T moves into align-
ment with the lateral member 28 of the cradle 26.

The security member 350 can inchede a pulley system 392
o faeilitate rotation of the security member 350 gt the hinge
300 10 meove the security member 350 between the engoged
position and the disengaged position. The pulley system 392
cim include a sheove 34 and o coble 396, The coble 396 can
rum through the shesve 394 and be secured 1o an eve bolt 398
n the second component 384 of the secunty member 350 4
Torce exerted on one end of the cable 3% can pull the cable
3946 through the shewve 394 to pivot the second component
384 upward toward the first component 382 and 10 2 disen-
sogped] position. Tt Jesst one embodiment, the pulley system
392 can wclude a cleat {not shown), such as a jamb cleat, for

example, that holds the cable 3% in place relative 1o the 5o

shieve 304 In such embodiments, the securty member 350
can be held o the disengaged position when not in use.
Alematively, the second component 384 can fall back inte
he engaged position upon removal of the force o the end of

ihe cable ¥, Additionally, 8 brace rod (nof shown) can be 3

positioned between the first components 382 of adjacent
security members 350 to maintain the distance between the
first components 382 when the second components 384 are
pulled upward 1o the disengaged position

In variows embodiments, a system comprises a boat lift
systenm and secunty members, The boat it systen comprises
longitudinal supports and scradleoperably moveakle npwarnd
1o & lifted position and downward o a lowered position rela-
tve to the longimadinal supports. Each secunty member is
struetured 1o hang from a lenginsdinal support and w0 oper-
albily move along the longindinal suppon between an engaged
position and a disengaged position. Each security member

&
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comprises i bracket strociured 1o hold the cradle i a secured
position when the security memberis in the engaged position.

I some of these embodiments, each seeurity member com-
prses a hooked portion struciured o engage ane of the lon-
gimdinal supports 0 enable the security member 1o hang
therefrom. In some embodiments, esch hooked portion
extends from the security member ina first direction, wherzin
each bracket extends from the security member in g second
direction. and wherein the second direction is rowmticnally

¢ oriented relative 1o the first direction. In some of these

embodiments. the second direction is rowtionally oriented
approximately %0 degrees relative 1o the first direction. In
some embodiments, the boat 1ifi system comprizes o Ll
msechanism confignned o move the ormlle between the low.
ered position mnd the lifted position. In some embodiments,
the knginadinal supports comprise: a Gt longinsdinal sup-
port e 3 second longin support kerally positionel
relative b the fiest Jongiudil suppor, wherem the crsdle is
positioned between the first and second longitudinal sup-

20 ports, and wheredn ot leastone secury member s constructed

o hang from the first longitudinal support and at least one
seclrity member is constructed w hang from the second lon-
gimdinal support. In some of these embodiments, two secu-
rity members hang fiom the first longitudinal support and two
security members hang from the second longitudinal suppon.
In some of these embodiments, the cradle comprises Iateral
members between the first ond second longitudinal supports,
wherein the bracket of each security member is configured 1o
receivee o portion of one of the lateral members,

In somme embodinments, @t beast one security member com-
prises a varishle length, [n some of these embodiments,
least one securly member comprses a fisd component, a
sevond component comprising the bracket, whenzin the sec-
ord component % structured e move axially relative o a
portion of the firsi component, and a locking sssembly sire-
mired o secure the second component relative o the first
component. [n some embodiments, a gravitatioal force
exerted by a bost positioned on the eradle operably resirains
mavement of each seeurity member from the engaged posi-

Ffion.

In some embodiments, o method for selectively preventing
mevement of a cradle of a boat 1ifl system comprises posi-
tioning the security members relative to the boat liff system
steh that each security member hangs from o longitedinal
support of the boat 1ift system, positioning the cradle in the
Towered position, moving a boat oo the cradle, meving the
cradle upward from the lowered position tw the liled positon,
mroving esch security member along the longimdiel support
from the disengaged position o the engaged posiion, and
mving the cradle downward from the lifted position o the
sevured position, wherein the bracket of each security mem-
ber holds the cradle in the secured position.

In various embodiments, a deviee for a boat lift gysiem
comprises a plurality of security members positionable rela-
tive o the boat lift system The boat iR sysiem comprises a
plurality of longitoding] supports and o crmdlke, and whensin
the cradle is contipured to move betareen a lifted position ond
a lowered position relative to the longitdinal supports. Each
seurity member comprises o hooked portien and o bracket,

¢+ The hooked portion is strectured 10 engage one of the longi-

nsdinal supports such that the security member hangs there-
frem. The hooked portion s strctunsd o move along the
longimidinal support o move the seeurity member from a
Supportive posilion [0 8 aon-supporlive positsn relative 1o
the eradbe. The hrscker is sirsetured w0 hold the cradle in a
secured position between the lified and lowered positions
when the security member is in the supportive position.
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In some of these embodiments, the hooked portion of @ch
secuAly member extends from the securty member in a fist
direction, wherems the bracket of each security member
extends from the secunty member in o second direction, amd
wherein the second direction is rowtionally oriented approxi-
mately 90 degrees relative o the fest direction. In some
embadiments, at least one security member comprises a
handle betaean the hooked portion and the bracket. In some
afthese embodiments, the plurality of securilty members con-
sists of four seenrity members, In some embodiments. each
socurily membser comprizes a hinge, and wherein each secu-
rity member is strsctured o miate at the hinge, In some of
these embodiments, the device comprises a pulley syvslem
comfigursd o otk each securily member ab il respactive
hinge to selectively facilitate movement of each secunty
member between the supportive pesitien and the non-sup-
porlive postion.

In varicus embodiments, a method for selestively prevent-
ing movement of a cradle afa boat 1ift system that is operably
miovenhle berween a lifted position and a lowerad position
relative to kongimdinal supponts of the boat 13§t system com-
prises hanging a plasality of security members from the lon-
gitudinal supporis in disengaged pesitions. Bach security
member comprises 8 hracket. The hoat 1ift system comprises

longitudina]l supports and a cradle operably moveshle 2

between a lified position and o lowered position relative to the
longitding] suppons, Bach security member hangs from a
Tongitndinal support of the boat 1if system, The method for-
ther comprises posttioning the cradle in the lowered position,
mioving a boat ento the crsdle, moving the eradle upwiard

Frioots the lewered position to the lifted positon, moving each
securly member alomg the longimdinal suppert from the
disengaged position to an engaged position, and moving the
critclle downward from the lified posinon wowand the kowered
poaition. A beacket of each security member bolds the cradle
in a locked posiion imennediate the litted position and the
Jowered position. In some of these embodiments, the method
further comprises lifiing the cradle upward from the locked
position to the lified position, moving each security member
along the longitudinal supporn rom the engoged position 1o
the disengaged position, and lewering the eradle downward
from the lifted position to the lowered position

This specification has been written with reference to vari-
ous non-limiting and non-exhaustive embodiments, How-
ever, it will be recognized by persons hiving ordinary skill in
the art that varos substitugions, modifications, or combina-
tions of any of the disclosed embodiments (or portons
thereolh may ke made within the scope of this spec .
Thus, it 15 comtemplated and understood that this specification
support: additional embodiments nod expressly sel forh
herean. Such embodiments may be obtaimed, for example, by
combining. modifying, or recrganizing any of the disclosed
ateps, components, elements, featunes, aspects, chamcteris-
tics, limitations, and the like, of the various non-limiting

embodiments described in this specification. In this manner,

Applicants reserve the right 10 amend the claims during pros-
ecution to add features as variously deseribed in this specifi-
cotion, and such amendments comply with the requirements
af 35 LS. §112, first pamgraph, and 35 US4, §132(a),

The mvensn cladmel is:

1A method for selectively preventing movement of @
cradle of a boat 1ift system, wherein the boat 1ift system
comprizes longindinal suppons and a eradle operably move-
able upward woa lifted position and downwand 1o a kowered
position relative 1o the longitodimal supports, wherein the
cradle comgrises a lateral member that is oriented transverse

I
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B the longansfinal supports and that extends between adja-
cant longitudingl supports, and wherein the method com-
prises:
positioning security members relative 1o the boat Bift svs-
tem such that each secarity member hangs from a lon-
gitadimal suggorn of the boat lift system, wherein each
security member is stroctured 10 direetly hang from one
of the lengitudinal snpports and to operably move along
the longitudinal support in 8 direction transverse 1o the
orientation of the lateral member between an engaged
position and a disengaged position while hanging from
the longitwdingl suppon, wherein each security member
comprises m bracke! structured o engage the latem]
rmvermvber o bl the crmdle ina secured position when the
security member is in the engaged pesition, and wherein
each bracket 15 disengimed from the crdle when the
enrresponding security member i in the disengaged
position;
positioning the cradle in the Jowerad position;
moving a boat onto the eradle;
moving the cradle upoard from the lowered pogition 1o the
lified positson:
moving each security member along the longinding] sup-
port from the disengaged position to the engaged posi-
tim: smid
moving the crdle downward from the lifted position to the:
secured position, wherein the brmcket of each security
meamber holds the emdle in the secured position.
2. A method for selectively preventing movement of a

vocrdbeola boat it sysiem that s opertbly moveable hetween

a e posttion s o lowersd position relative 1o longitsding]
suppart= of the boat I sysiem, wheremn the crlle comprises
a lateral member thal triverses between adjscent longsdinal
supparts, the method comprising:

lsanging a plurality of security members directly oo the

longinsdinal suppons in disengaged positions. wherein

the securty members are disengaged from the lateral

mernber of the eradle when in the disengaged positions:
positioning the cradle in the Jowerad position:

moving a bom ono the eradle;

moving the cradle upward from the lewered position o the

litied position;

moving ench security member along the longinding] sup-

port in a direction transverse o the lnieral member from
the disengnged position toan engaged position while the
security member i hanging from the longitudinal sup-
port: and

movaing e cradle downward from the Bifted position

tovward the bowered position, wlerein a bracket of each
security member bolds the lateral member of the cradle
in @ locked position itermediate the fted position and
the lowered position.

3. The method of claim 2, further comprising:

lifting the cradle upward from the locked position o the

lified position;

moving each security member along the longitdinal sup-

ot from the engagesd position to the disengaged posi-
tiom; snd

lowvering the erdle downward from the lifted position o

the lowered position,

4, The method of elaim 2, whersn each secunty member
cormprises a hooked portion structured 1o engage one of the
Jongimidial supparts to emable e security member to hang
therefrom,

&, The method of o 4, wherein each hooked portion
eaxtends from the security member ina first direction, wherein
each bracket extends Trom the security member in 4 second
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direction, and whenzin the second direction i rottonally
oriented relative 1o the first direction,

6. The method of claim 5, wherein the second direction i=
rodationally erented approximately W degroes relative to the
first divection.

T, The methed of claim 2, further comprising moeving the
crudle between the lowered position and the Lified position
with a lift mechanism,

8 The method of claim X, wherein the longinsdinal sup-
pors comprise:

@ first longitudingl support; and

a second longitudinal support laterally positioned relative

b thee first longitudinal sopport, wherein the cradle is
posiioned between the first amd second lominsdinl
mrr.rr.u:u'l&, amdl wheren ol lasast o HL'EIII'i.'l:,I' member 15
constructed 1o hang from the first longimdinal support
amdd at least one other secunty member 15 constrocted 1o
hisng from the second longitudinal suppor.

9. The methad of claim 8, wheran two security members
hang from the first longinsdinal support and two securiy
mizmbers hang from the seeond longitudinal support.

klgates.com
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10, The methed of cloam @, wheren the crdle comprises a
phamlity of lateral members hetween the first and second
kmginadinal supporis, wheretn the bracket of each secunty
meemiber is confignred 1o receive a porion of one of the lateral
reinbers.

11, The method of elaim 3, further comprising sdjusting
thee lengih of a1 beast one secunty member,

12, The method of claim 11, wherein st least one security
msenber comprises:

A lirst component;

a second component comprising the bracket, wherein the

szcoid compoent s struciured o move sally relative
i of thie first component; and

a locking assembly stroctored to secure the seeond com-

ponent relative o the firsi component.

13, The method of ¢laim 2. wherein a grviiationa] force
cxeried by a bost positioned on the eradle operably resirains
menvement of each secority membier from the engaged posi-
tioa,
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Design Patent Samples — Protecting
“*Ornamental” Aspects of Inventions

FIG. 1
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FIG. 1
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Effect of Patent Law Changes:

= We now have a “First-Inventor-to-File” patent
system in the United States.

= No “credit” given for prior “conception” date.

= Likely to be a broader body of prior art that can be
used against a pending patent application to
attack the patentability of a claimed invention.
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Patentability - Novelty of Claimed Invention

Under the AIA
(effective 3/16/13)

A person shall be entitled to a patent
unless —

(1) the claimed invention was patented,
described in a printed publication, or in
public use, on sale, or otherwise
available to the public before the
effective filing date of the claimed
invention; or

(2) the claimed invention was
described in a patent or a published
application naming a different inventor
and was effectively filed before the
effective filing date of the claimed
invention.
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Patentability - Non-Obviousness of Claimed
Invention

Under the AIA
(effective 3/16/13)

A patent for a claimed invention
may not be obtained if the
differences between the claimed
Invention and the prior art are such
that the claimed invention as a
whole would have been obvious
before the effective filing date of
the claimed invention to a person
having ordinary skill in the art to
which the claimed invention
pertains.

klgates.com 30



K&L GATES

What 1s Obvious?

Combining prior art elements according to known methods to
achieve predictable results;

Simple substitution of one known element for another to obtain
predictable results;

Use of known techniques to improve similar devices (methods, or
products) in the same way,

Applying a known technique to a known device (method, or
product) ready for improvement to yield predictable results;

“Obvious to try” — choosing from a finite number of identified,
predictable solutions, with a reasonable expectation of success;
or

Known work in one field of endeavor may prompt variations of it
for use in either the same field or a different one based on design
Incentives or market forces if the variations would have been
predictable to one of ordinary skill in the art.

klgates.com
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Racing to the Patent Office

Papers, Articles, Filing Date

and Other Publications

v

“Prior Art”

Websites is Constantly Being Generated

and Public Uses

v

=3

Patent Office

Our Inventor

v

mEa = m

v

Other Inventors
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Things Not To Do Before Filing at Least a Provisional
Patent Application, Especially If Protection Outside the
United States is Desired

Publish manuscript, paper or thesis — beware of early
electronic publishing.

Disclose invention in a presentation.
Discuss the invention without a confidentiality agreement.

Offer the invention for sale or conduct other commercial
activity.

Discuss the invention in a trade show presentation.
Submit a non-confidential grant application.

Conduct experiments with the invention in a public way.

klgates.com
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Patent Application Costs

= Costs include filing fees, drawing fees and attorneys’
charges

= Entity size considerations
= Prosecution costs

= |[Ssuance costs

klgates.com
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Patents vs. Trade Secrets

= A trade secret may be anything that can be and is kept
confidential and that provides a commercial advantage.

= Example - a method of manufacturing that reduces
manufacturing costs and that can be kept secret.

= Patent has a limited duration. Trade secret rights may
be of unlimited duration (e.g., Coca-Cola formula).

= Once a trade secret becomes publicly known or is
reverse engineered, it loses its trade secret status.

= One cannot enforce trade secret rights against another
who independently develops the same trade secret.

klgates.com

35



Trade Secrets

Examples:
* Economic terms of arrangements
e Configurations of systems
« Underlying software
* Methods of doing business
o Supplier data
e Customer data
e User data

klgates.com
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Trade Secrets (continued)

Protect trade secrets by:

e Contracts wit

e Contracts wit

N third parties

N employees

 Limiting access

klgates.com
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Key Points on Trade Secrets

= Know what you have.

= Know who will have it.

= Lock it up—Ilegally and physically.

klgates.com
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Intellectual Property Fundamentals

Copyrights

klgates.com
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What is a Copyrightable Work?

= Rights arise automatically upon creation of work.

= Protects original works of authorship fixed in a
tangible medium, including:

Books and other literary works

Paintings, photographs and graphic works
Music and recordings

Dramatic and choreographic works
Motion pictures / audiovisual works
Computer software / programs

User interfaces and web site pages
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ldea / Expression Dichotomy

= Copyright protection does not extend to “any idea,
procedure, process, system, method of operation,
concept, principle, or discovery, regardless of the
form in which it is described, explained, illustrated, or
embodied. . . .”

= Compare copyrights to patent rights, which are
generally broader in scope.

» Federal copyright registration is not necessary until a
lawsuit is filed.

- Minimal application costs, though.

klgates.com
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Authorship

= The “author” of the work owns the copyright.

= Who is the “author”?
= The person(s) who created the work; or

= |f it can be considered a “work made for hire,” then it is
the employer or other person for whom the work was
prepared.
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Work Made for Hire

What constitutes a “work made for hire”?

= A work prepared by an “employee”
(.e., salary/wages paid, taxes withheld, benefits
offered, etc.) within the scope of employment; OR

= A work specially ordered or commissioned:

= |[f the parties expressly agree in a written instrument
signed by them that the work shall be considered a work
made for hire,

= and the work falls in one of nine specific statutory
cateqgories of works: a contribution to a collective work, a
part of a motion picture or other audiovisual work, as a
translation, a supplementary work, a compilation, an
Instructional text, a test, answer material for a test, or an
atlas.

klgates.com
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Work Made for Hire — Independent Contractor

Agreements should state that works created by
Independent contractors are works made for hire,
where applicable.

Agreements should also provide for an assignment of
IP rights in the work in case the type of work created
does not fall within the statutory definition of a
specially ordered or commissioned work.

Benefit as the “author” of a work — rights may revert
back to the author in the future.

Many works do not fall under the statutory definition of
specially ordered or commissioned work.

klgates.com
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Exclusive Rights

The copyright owner has the exclusive rights to:
* reproduce the work in any form
= prepare derivative works
= distribute copies
= publicly perform
= publicly display
= transmit
= each right above may be licensed separately

klgates.com
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Copyright Ownership vs. Physical Ownership

= Although you may own physical work, may not own
the copyright.

= Without the copyright, you may not be able to legally
duplicate the work, distribute copies, or revise the
work.

klgates.com
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Copyright — Duration

o Currently, copyright subsists from creation of the work
and endures for the author’s life plus 70 years

 Works made for hire

 Term is 95 years from publication or 120 years from
creation, whichever expires first

klgates.com
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Copyright — Fair Use

» Fair use of a copyrighted work, including by reproduction of
copies, for purposes of criticism, comment, news reporting,
teaching, scholarship or research is not infringement

« Factors to be considered in determining fair use include:

« Purpose and character of the use, including whether it is of a
commercial or for non-profit educational purposes;

* The nature of the copyrighted work;

 The amount and substantiality of the portion used in relation to
the copyrighted work as a whole; and

* The effect of the use on the potential market for or value of the
copyrighted work.

klgates.com 48



K&L GATES

Copyright — Notice and Registration

« Copyright notice may be given: ©, year, owner

 If notice is used, no weight will be given to a defense based on

Innocent infringement in mitigation of actual or statutory
damages

* Registration is permissive, but no infringement action may be
commenced until copyright is registered

« Also, no statutory damages or attorney’s fees are available for
iInfringement commenced after first publication of the work,

unless registration is made within three months of first
publication.
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Intellectual Property Fundamentals

Trademarks

klgates.com
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What is a Trademark?

A trademark is any word, name, symbol, or device, or
any combination thereof used to identify the source of
goods or services and to distinguish the goods or
services from those manufactured or sold by others

klgates.com
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What is a Trademark?

* Trademarks can be words or slogans:
= U2®
= JUST DO IT.®

= Trademarks can be designs:

m CHICAGO

= Trademarks can be colors or sounds:

= Pink for insulation
= NBC chimes

klgates.com
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What is a Trademark?

= Functions of a Trademark:

* |dentify and distinguish the goods of the owner from
competing goods in the marketplace.

= Guarantee a consistent level of quality.
= Function as an advertising or marketing tool.

= A trademark represents the goodwill and reputation
of a company.
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Acquiring Rights in Trademarks

Rights accrue through use of the mark:

= Once a mark is used, consumers begin to associate
the mark with a specific product.

= The mark becomes a symbol of the company’s
reputation.

* This is a U.S. concept - most other countries recognize
trademark rights only on the basis of formal
registration.

* Rights last as long as use of mark continues.

= Consider benefits of federal registration — proof of
nationwide protection, federal jurisdiction, litigation
advantages. Modest application costs.
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Intellectual Property Fundamentals

Agreements / Corporate Issues
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Contracts

= [nvention Assignment Agreements
= Non-Disclosure Agreements
= Non-Compete Agreements

klgates.com
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Intellectual Property Assignments

= Why are they necessary?
= Current
* Prospective

= Employee v. Independent Contractor
= Post-employment

klgates.com
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Non-Disclosure Agreements

= Two material provisions
= Confidentiality obligation
* Limited use of confidential information

= Exceptions (e.g., publicly available information)
= Term
= Significance for trade secret and patent protection

klgates.com

58



K&L GATES

Non-Competition Obligations

e One party agrees NOT to undertake certain
activities

* In many states they are enforceable if they are
ancillary to the sale of a business or taking of

employment — if reasonably limited in scope,
time and territory

o California takes narrower view — must
generally be in connection with sale of
business and be very narrowly drawn.
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Non-Competition Obligations

= Length of time

= Substantive scope
= Geographic scope
= Consideration

= Reasonableness

klgates.com
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Rights in Jointly Developed Intellectual
Property (Generally)

Patents—each co-inventor owns an equal and
undivided interest in the entire patent. No duty to
account.

Copyrights—co-authors have independent rights.
Duty to account.

Trade Secrets—co-owners can independently exploit
and license. Probably no duty to account.

Trademarks—co-owners need to cooperate.
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Multi-Creator Potential Arrangements
= Do nothing
= Get assignment

= Potential forms of consideration
= Up-front payment
» Deferred payment

= Royalty [perhaps with cap]
= Equity

klgates.com
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Start-up Company — Summary of the Big Issues

= Own or have clear rights in the intellectual property

» Understand University policies and relationships
regarding IP rights

= Due diligence
= [nventor assignments
= Problems with joint ownership
* Develop a road map to protect intellectual property
= Traditional IP protection
= Contractual obligations
= Don’t infringe third party IP
* Freedom to operate
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THANK YQOU!

George Dickos

(412) 355-6785
george.dickos@klgates.com
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