
Agenda 
§  Introduction 
§  Intellectual Property Fundamentals 

§ Patents / Trade Secrets 
§ Copyrights 
§ Trademarks 
§ Agreements 

§  Q&A (But Don’t Wait) 
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The Three Big Questions 
§  Does the Company own its intellectual property? 
§  Has the Company protected its intellectual property? 
§  Is the Company infringing the intellectual property of 

a third party? 
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Developing an IP Road Map 

§  Take a full-circle walk around the IP 
§  What type of protections are available? 

§  Patents (Utility and Design) / Trade Secrets 
§  Copyrights 
§  Trademarks / Trade Dress 
§  Contractual Rights (e.g., Confidentiality and 

Development Agreements) 
§  When and where should we pursue protection? 
§  What are our IP protection priorities? 
§  How do we best use our resources to maximize IP 

protection?  
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What is “Intellectual Property”? 

§ Products of “intellectual” activity or the 
mind can be assets, rather than 
products of physical effort. 

§ Also reflects that intangible things or 
ideas can be protected under the law, 
similar to personal property (e.g., cars) 
and real property (e.g., house). 
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Examples of Different Types of IP 

1. Mix eggs, flour, milk, chocolate chips, 
and hot peppers. 
2. Form into cookie shapes. 
3. Bake at 350°for 40 min. 

Grandma Ida’s® 
Cookbook 

Trademark (source identifier 
for cooking products or services) 

Copyright (expression of the idea 
of a process for making a baked product) 

Patent (underlying idea of a process for making a baked product)  
– could also be kept as a Trade Secret 
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Intellectual Property Fundamentals 
 
Patents 
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Patent: What is it? 

1.  An “exclusive” right – the right, for a limited time, to exclude or stop 
others from making, using, selling, offering for sale, or importing the 
invention – these are called “infringements” of the patent right. 

2.  A document that describes with text and drawings what an invention 
is, what is protected and how to make and use the invention. 

3.  A patent is called an “intangible asset” – it’s not a tangible asset like a 
truck, a desk, or a computer. 

4.  United States Patent Law has its origin in the U.S. Constitution (Art. I, 
Sec. 8): “The Congress shall have the power . . . to promote the 
progress of science and useful arts by securing for limited times to 
authors and inventors the exclusive right to their respective writings 
and discoveries.”  
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Patent: What is it?  
§  Operative word is “exclude” - a patent is not an affirmative right 

to make, use, or sell the invention.  It is an exclusive right to 
prevent others from doing so.  In fact, it is possible to infringe 
another’s patent rights by practicing your own patented 
invention. 

§  Invention must be “novel” and “nonobvious.” 
§  The right is granted in exchange for disclosing to the public the 

details of how to make and use the invention.  Sort of a 
“contract” between inventor and government with the public as 
the third party beneficiary. 
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Why a Company Should Care About Patents    

§    Block competition. 
§    To attract investors. 
§    As collateral for financing. 
§    For cross-licensing in settlement of patent    

infringement action. 
§    License for revenue stream. 
§    Document the Company’s intellectual property. 
§    Establish a prior user defense to infringement.  
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Procurement:  Patent Application Types (U.S.) 

§    Utility – protects processes, machines, articles of 
manufacture, compositions of matter, including functional 
features – generally good for 20 years from filing date. 

§    Design – protects only new ornamental designs for an 
article of manufacture and not functional features – good 
for 14 years from issue date – soon to be 15 years (after 
May 13, 2015). 

§    Plant – Protects distinct and new asexually reproduced 
plant varieties. 
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Patentability Requirements 
In the United States, a patent will be granted on an application:   
 
§  If the invention falls within the scope of the subject matter Congress has 

determined is deserving of patent protection (process, machine, article of 
manufacture, or composition of matter); 

§  If filed by the first inventor to file or to disclose and file within one year; 

§  If the invention is useful, novel and nonobvious; and, 

§  If the invention is described in the manner required by statute (written 
description, enablement, and best mode). 
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What can be covered in a utility patent 
application?  What is patent-eligible? 

 - Machines (e.g., computer system) 
 - Articles of Manufacture (e.g., genetically-

       altered 
mouse) 
 - Compositions of Matter (e.g., chemical  

      
 compounds) 

 - Processes (e.g., software or “computer-
     implemented 

methods”) 
 
 *** Software Alert – Beware Alice v. CLS Bank! 
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Working with an Inventor 
-  Understand all “embodiments” of the invention, not just one specific 

solution. 
-  Get a full disclosure, description, drawings, etc. – identify the right 

terms to describe the invention. 
-  Understand the competitive landscape and how the invention will be 

commercialized. 
-  Understand where competitors may try to come in – and stop them. 
-  Uncover any IP ownership pitfalls. 
-  Analyzing public uses and other potential bars to patentability. 
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Taking a walk around the invention: 
§   A method for directing the actions of a character in a 

game environment . . . [“method” = software or other 
instructions] 

§   A controller configured for interacting with a video 
game system . . . 

§   A user interface programmed for receiving commands 
from a user playing a game . . .  

§   A video gaming system programmed for providing an 
interactive gaming environment for a user . . . 

§ Ornamental appearance of video game controller . . . 
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Design Patent Samples – Protecting 
“Ornamental” Aspects of Inventions 

D504,889  D593,087 

D604,305 
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Effect of Patent Law Changes:    

§    We now have a “First-Inventor-to-File” patent   
 system in the United States. 

§    No “credit” given for prior “conception” date. 

§    Likely to be a broader body of prior art that can be 
 used against a pending patent application to 
 attack the patentability of a claimed invention. 



Patentability - Novelty of Claimed Invention 
Under the AIA  

(effective 3/16/13) 

A person shall be entitled to a patent 
unless – 
(1) the claimed invention was patented, 
described in a printed publication, or in 
public use, on sale, or otherwise 
available to the public before the 
effective filing date of the claimed 
invention; or 

(2) the claimed invention was 
described in a patent or a published 
application naming a different inventor 
and was effectively filed before the 
effective filing date of the claimed 
invention. 
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Patentability - Non-Obviousness of Claimed 
Invention  
 

Under the AIA 
(effective 3/16/13) 

A patent for a claimed invention 
may not be obtained if the 
differences between the claimed 
invention and the prior art are such 
that the claimed invention as a 
whole would have been obvious 
before the effective filing date of 
the claimed invention to a person 
having ordinary skill in the art to 
which the claimed invention 
pertains.   
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What is Obvious? 
§  Combining prior art elements according to known methods to 

achieve predictable results;  
 

§  Simple substitution of one known element for another to obtain 
predictable results; 
 

§  Use of known techniques to improve similar devices (methods, or 
products) in the same way;  

§  Applying a known technique to a known device (method, or 
product) ready for improvement to yield predictable results;  

 
§  “Obvious to try” – choosing from a finite number of identified, 

predictable solutions, with a reasonable expectation of success; 
or  

 
§  Known work in one field of endeavor may prompt variations of it 

for use in either the same field or a different one based on design 
incentives or market forces if the variations would have been 
predictable to one of ordinary skill in the art.  
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Racing to the Patent Office 

Websites 
and Public Uses 

Our Inventor 

Papers, Articles, 
and Other Publications 

Other Inventors 

Patent Office 

Filing Date 

“Prior Art” 
is Constantly Being Generated 
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Things Not To Do Before Filing a Patent Application, 
Especially If Protection Outside the United States is 
Desired 
§  Publish manuscript, paper or thesis – beware of early 

electronic publishing. 
§  Disclose invention in a presentation. 
§  Discuss the invention without a confidentiality agreement. 
§  Offer the invention for sale or conduct other commercial 

activity. 
§  Discuss the invention in a trade show presentation. 
§  Submit a non-confidential grant application. 
§  Conduct experiments with the invention in a public way. 
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Remedies for Infringement 

Infringement is the unauthorized making, use, 
offer for sale or sale within the United States, 
or the importation into the United States of the 
patented invention 

•  Inducement is also infringement 
•  Contributory Infringement – offer for sale, sale 

or importation of a component that is: 
– A material part of the invention 
– Knowing it to be especially made or adapted for 

use in infringement 
– And not a staple article of commerce suitable for 

substantial non-infringing use 
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Remedies for Infringement 

•  Injunctive relief 
•  Damages 

– Adequate to compensate for infringement, but not 
less than reasonable royalty, plus interest and 
costs 

– Court may increase damages three times 
–  In exceptional cases, court may award attorney’s 

fees 
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Patents vs. Trade Secrets 
 

§  A trade secret may be anything that can be and is kept 
confidential and that provides a commercial advantage. 

§  Example - a method of manufacturing that reduces 
manufacturing costs and that can be kept secret.  

§  Patent has a limited duration.  Trade secret rights may 
be of unlimited duration (e.g., Coca-Cola formula). 

§  Once a trade secret becomes publicly known or is 
reverse engineered, it loses its trade secret status.   

§  One cannot enforce trade secret rights against another 
who independently develops the same trade secret.   
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Trade Secrets 

Examples:  
•  Economic terms of arrangements 
•  Configurations of systems 
•  Underlying software 
•  Methods of doing business 
•  Supplier data 
•  Customer data 
•  User data 

klgates.com 55 



Trade Secrets (continued) 

Protect trade secrets by: 

• Contracts with third parties 

• Contracts with employees 

•  Limiting access 
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Intellectual Property Fundamentals 
 
Copyrights 
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What is a Copyrightable Work? 
§  Rights arise automatically upon creation of work. 
§  Protects original works of authorship fixed in a 

tangible medium, including: 
§  Books and other literary works 
§  Paintings, photographs and graphic works 
§  Music and recordings 
§  Dramatic and choreographic works 
§  Motion pictures / audiovisual works 
§  Computer software / programs 
§  User interfaces and web site pages 

© 
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Idea / Expression Dichotomy 
§  Copyright protection does not extend to “any idea, 

procedure, process, system, method of operation, 
concept, principle, or discovery, regardless of the 
form in which it is described, explained, illustrated, or 
embodied. . . .” 

§  Compare copyrights to patent rights, which are 
generally broader in scope. 

§  Federal copyright registration is not necessary until a 
lawsuit is filed. 
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Authorship 
§  The “author” of the work owns the copyright. 
§  Who is the “author”? 

§  The person(s) who created the work; or 
§  If it can be considered a “work made for hire,” then it is 

the employer or other person for whom the work was 
prepared. 
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Work Made for Hire 

What constitutes a “work made for hire”? 
§  A work prepared by an “employee”  

(i.e., salary/wages paid, taxes withheld, benefits 
offered, etc.) within the scope of employment;  OR 

§  A work specially ordered or commissioned: 
§ If the parties expressly agree in a written instrument 

signed by them that the work shall be considered a work 
made for hire, 

§ and the work falls in one of nine specific statutory 
categories of works: a contribution to a collective work, a 
part of a motion picture or other audiovisual work, as a 
translation, a supplementary work, a compilation, an 
instructional text, a test, answer material for a test, or an 
atlas. 
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Work Made for Hire – Independent Contractor 
§  Agreements should state that works created by 

independent contractors are works made for hire, 
where applicable. 

§  Agreements should also provide for an assignment of 
IP rights in the work in case the type of work created 
does not fall within the statutory definition of a 
specially ordered or commissioned work. 

§  Benefit as the “author” of a work – rights may revert 
back to the author in the future. 

§  Many works do not fall under the statutory definition of 
specially ordered or commissioned work. 
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Exclusive Rights 
The copyright owner has the exclusive rights to: 

§  reproduce the work in any form  
§  prepare derivative works  
§  distribute copies  
§  publicly perform  
§  publicly display  
§  transmit  
§  each right above may be licensed separately 

klgates.com 63 



Copyright Ownership vs. Physical Ownership 
§  Although you may own physical work, may not own 

the copyright. 
§  Without the copyright, you may not be able to legally 

duplicate the work, distribute copies, or revise the 
work. 
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Copyright – Duration 

•  Currently, copyright subsists from creation of the work 
and endures for the author’s life plus 70 years 

•  Works made for hire 

•  Term is 95 years from publication or 120 years from 
creation, whichever expires first 
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Copyright – Fair Use 

•  Fair use of a copyrighted work, including by reproduction of 
copies, for purposes of criticism, comment, news reporting, 
teaching, scholarship or research is not infringement 

•  Factors to be considered in determining fair use include: 
•  Purpose and character of the use, including whether it is of a 

commercial or for non-profit educational purposes; 
•  The nature of the copyrighted work; 
•  The amount and substantiality of the portion used in relation to 

the copyrighted work as a whole; and 
•  The effect of the use on the potential market for or value of the 

copyrighted work. 
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Copyright – Notice and Registration 

•  Copyright notice may be given:  ©, year, owner 

•  If notice is used, no weight will be given to a defense based on 
innocent infringement in mitigation of actual or statutory 
damages 

•  Registration is permissive, but no infringement action may be 
commenced until copyright is registered 

•  Also, no statutory damages or attorney’s fees are available for 
infringement commenced after first publication of the work, 
unless registration is made within three months of first 
publication. 
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Copyright – Infringement 

•  Infringement is the violation of any of the exclusive rights 
•  Remedies 

•  Injunctive relief 
•  Impounding and disposition of infringing works and means 

for reproducing them 
•  Actual damages and additional profits of the infringer, or 
•  Statutory damages 

– $750 - $30,000 per work 
– Court can increase to $150,000 or reduce to $200 

•  Costs and attorney’s fees 
•  Criminal penalties - fine, forfeiture and destruction, 

imprisonment 
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Intellectual Property Fundamentals 
 
Trademarks 
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What is a Trademark? 
A trademark is any word, name, symbol, or device, or 
any combination thereof used to identify the source of 
goods or services and to distinguish the goods or 
services from those manufactured or sold by others 

® 
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What is a Trademark? 
§  Trademarks can be words or slogans: 

§ U2® 
§  JUST DO IT.® 

§  Trademarks can be designs: 
 

§  Trademarks can be colors or sounds: 
§ Pink for roofing shingles 
§ NBC chimes 
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What is a Trademark? 

§  Functions of a Trademark: 
§  Identify and distinguish the goods of the owner from 

competing goods in the marketplace. 
§ Guarantee a consistent level of quality. 
§ Function as an advertising or marketing tool. 
 

§  A trademark represents the goodwill and reputation 
of a company. 
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Acquiring Rights in Trademarks 
Rights accrue through use of the mark: 

§ Once a mark is used, consumers begin to associate 
the mark with a specific product. 

§ The mark becomes a symbol of the company’s 
reputation. 

§ This is a U.S. concept - most other countries recognize 
trademark rights only on the basis of formal 
registration. 

§ Rights last as long as use of mark continues. 
§ Consider benefits of federal registration – proof of 

nationwide protection, federal jurisdiction, litigation 
advantages. 
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Term and Maintenance 

•  Trademark registration term is 10 years from 
issuance 

•  Must file affidavit of continuing use between 
years five and six 

•  Can request incontestability to remove some 
attacks 

•  Must file for renewal and show continued use 
between years 9 and 10 
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Remedies 

•  Notice of registration may be given: ® 
•  If notice is not given and infringement suit is brought, no profits 

and no damages will be awarded unless defendant had actual 
notice of registration 

•  Infringement 
•  Any use in commerce of any reproduction, counterfeit, copy or 

colorable imitation of a requested mark in connection with 
goods or services where such use is likely to cause confusion 
or to cause mistake or to deceive 

•  43(a) – false designation of origin, misleading description of fact 
•  Federal unfair competition law 
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Remedies (continued) 

•  Relief 
•  Injunctions to prevent infringement 

• Seize and destroy infringing articles 

• Recover (1) defendant’s profits, (2) damages 
sustained by plaintiff, (3) costs of action 

• Court can multiply damages 3x 

• Court may award attorney’s fees in 
exceptional cases 
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Trademarks  - Current Issues 

•  Trade Dress 

•  Image and overall appearance of a product 
or its packaging 

– Product configuration cannot be inherently 
distinctive 

– Packaging can be inherently distinctive 
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Trademarks – Current Issues (continued) 

• According to the U.S. Patent and 
Trademark Office 
•  Can only register a domain name as a 

trademark if it functions as a source identifier 
•  Advertising one’s own products or services is 

not a service - can’t register domain name as 
trademark used for that purpose 

•  A surname + top level domain name (“TLD”) is 
unregisterable 
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Trademarks – Current Issues (continued) 

•  A generic mark + TLD is unregisterable 
•  e.g. TURKEY.COM for frozen turkeys 
•  e.g. BANK.COM for banking services 

•  A descriptive mark + TLD may be 
unregisterable 
•  e.g. SOFT.COM for facial tissues 
•  e.g. NATIONALBOOKOUTLET.COM for retail 

bookstore services 
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Domain Name Issues 

•  Domain Names are primarily addresses 

• But because they frequently also serve a 
source - identifying function, trademark 
principles are also implicated 

•  Primarily governed by contract law 
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Domain Name Issues (continued) 

•  Uniform Domain Name Dispute Resolution Policy 
of the Internet Corporation for Assigned Names 
and Numbers (“ICANN”) 

•  Submit to mandatory arbitration if a complainant 
asserts: 

–  the domain name is identical or confusingly similar to 
a trademark or service mark in which the third party 
has rights;  

–  registrant has no rights or legitimate interests with 
respect to the domain name; and 

–  the domain name was registered and is being used in 
bad faith 
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Domain Name Issues (continued) 

•  Anticybersquatting Consumer Protection Act 

•  Liable in civil action by the owner of a mark 
(regardless of the goods or services of the 
parties) if: 

– have bad faith intent to profit from the domain name 
mark; and 

–  register, traffic in, or use a domain name that: 
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Domain Name Issues (continued) 

•  is identical or confusingly similar to the mark if the 
mark is distinctive; or 

•  is identical or confusingly similar to or dilutive of the 
mark if the mark is famous 

•  In rem actions are available against domain 
names 
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Domain Name Issues (continued) 

•  Liable if register a domain name that consists 
of the name of a living person or a name 
substantially and confusingly similar to the 
name of a living person: 
•  without the consent of the person; and 
•  with the specific intent to profit from such name 

by selling the domain name for financial gain to 
the person or a third party 
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Domain Name Issues (continued) 

•  Domain name purchase agreements - typical 
provisions 
•  Assignment grant (with good will) 
•  Assignor will execute proper papers 
•  Payment 
•  Representation as to ownership 
•  Indemnification 
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Intellectual Property Fundamentals 
 
Agreements / Corporate Issues 
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Contracts 
§  Invention Assignment Agreements  
§  Non-Disclosure Agreements 
§  Non-Compete Agreements 
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Intellectual Property Assignments 
§  Why are they necessary?  

§ Current 
§ Prospective 

§  Employee v. Independent Contractor 
§  Post-employment 
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Non-Disclosure Agreements 
§  Two material provisions 

§ Confidentiality obligation 
§  Limited use of confidential information 

§  Exceptions (e.g., publicly available information) 
§  Term 
§  Significance for trade secret and patent protection 
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Non-Competition Obligations 

•  One party agrees NOT to undertake certain 
activities 

•  In many states they are enforceable if they are 
ancillary to the sale of a business or taking of 
employment – if reasonably limited in scope, 
time and territory 

•  California takes narrower view – must generally 
be in connection with sale of business and be 
very narrowly drawn. 
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Non-Competition Obligations 
§  Length of time 
§  Substantive scope 
§  Geographic scope 
§  Consideration 
§  Reasonableness 
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Start-up Company – Summary of the Big Issues 
§  Own the intellectual property 

§ Due diligence 
§  Inventor assignments 

§  Develop a road map to protect intellectual property 
§ Traditional IP protection 
§ Contractual obligations 

§  Don’t infringe third party IP 
§ Freedom to operate 
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THANK YOU! 

George Dickos 
(412) 355-6785 
george.dickos@klgates.com 
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