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Carnegie Mellon University’s Presentation
on Laches - Dkt. 802

May 1 – 2, 2013
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Laches is an Equitable Defense and is Not Available
When the Equities Favor the Plaintiff

Laches “is an equitable defense, controlled by equitable considerations,
and the lapse of time must be so great, and the relations of the defendant 
to the rights such, that it would be inequitable to permit the plaintiff to 
now assert them.”
Adv. Cardiovascular Sys., Inc. v. Scimed Life Sys., Inc., 988 F.2d 1157, 1162 (Fed. Cir. 1993) 
(citing Halsted v. Grinnan, 152 U.S. 412, 417 (1894))

If the defendant establishes the factual predicates to laches, the court 
then “weighs the equities in order to assess whether laches should apply 
to bar those damages that accrued prior to suit.”
State Contracting & Eng’g Corp. v. Condotte Am., Inc., 346 F.3d 1057, 1065 (Fed. Cir. 2003) 

 The equities here favor CMU:
 Marvell was aware of CMU’s patent by January of 2002, but continued infringing

 Marvell ignored CMU’s inquiry (made in 2003, within the six-year laches period)

 CMU had no way of knowing of Marvell’s infringement, due to Marvell’s secrecy

 Even after litigation began, Marvell concealed key facts and has continued 
infringing to this day
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Marvell Has Not Proven Laches

Marvell is not entitled
to a presumption of laches

Marvell has not proven that CMU 
unreasonably delayed in filing suit

Marvell has not proven either
economic or evidentiary prejudice

Marvell’s egregious misconduct further
tilts the equities in CMU’s favor
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Marvell is Not Entitled to a Presumption of Laches

The law affords infringers a rebuttable presumption that a 
patentee’s delay is unreasonable and prejudicial, but only if
the infringer shows that the patentee “knew or reasonably 
should have known” of the infringement more than six years 
prior to filing suit.
Ultimax Cement Mfg. Corp. v. CTS Cement Mfg. Corp., 587 F.3d 1339, 1349-50 (Fed. Cir. 2009)

Even if the infringer proves a delay of six or more years, 
evidence raising a genuine dispute as to either delay or
prejudice “bursts” the presumption, requiring the infringer 
to prove both elements.
Hemstreet v. Computer Entry Sys. Corp., 972 F.2d 1290, 1293 (Fed. Cir. 1992)
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Marvell is Not Entitled to a Presumption of Laches

 The laches clock cannot start ticking prior to March 13, 2001

 Marvell is entitled to a presumption of laches only if:
 CMU had knowledge of facts that would have put it under a duty of inquiry 

at some point between March 13, 2001 and March 6, 2003, and
 CMU’s reasonable inquiry would have led it to actual or constructive 

discovery of Marvell’s infringement

 Marvell’s evidence fails on both counts

The laches period cannot begin to run until the patent issues
and infringement begins.
See, e.g., Meyers v. Brooks Shoe, Inc., 912 F.2d 1459, 1462 (Fed. Cir. 1990) (overruled in part on other
grounds by A. C. Aukerman Co. v. R.L. Chaides Constr. Co., 960 F.2d 1020, 1038-39 (Fed. Cir. 1992)); 
see also Beam Laser Sys., Inc. v. Cox Commc’ns, Inc., 144 F. Supp. 2d 464, 469-70 (E.D. Va. 2001)

MAR 13, 2001
CMU’s
’839 Patent issues

MAR 13, 2001
Marvell’s date of first 
infringement of ’839 Patent

AUG 20, 2002
CMU’s
’180 Patent issues

MAR 6, 2003
Six years before 
CMU files suit

2001 2002 2003
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Marvell is Not Entitled to a Presumption of Laches

 No evidence that CMU had actual knowledge 
of Marvell’s infringement prior to litigation, let alone, 
prior to March 6, 2003

 No evidence that CMU could have determined whether 
Marvell was infringing without access to Marvell’s 
documents and engineers

 Other than (possibly) the ’585 patent, Marvell did not 
identify a single publicly available document that 
shows how its circuits work
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Marvell is Not Entitled to a Presumption of Laches

Dkt. 854 at 2, 4

Marvell’s theory on the presumption of laches (and on 
unreasonable delay) rests on its assertion that:

 CMU was required to demand access to Marvell’s 
documents and engineers, and

 Marvell would have complied with CMU’s demands
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Marvell is Not Entitled to a Presumption of Laches

If a patentee knows facts that would “put upon a man of ordinary 
intelligence the duty of inquiry,” the patentee is “chargeable with 
such knowledge as he might have obtained upon inquiry.”
Adv. Cardiovascular Sys., Inc. v. Scimed Life Sys., Inc., 988 F.2d 1157, 1162 (Fed. Cir. 1993);
Wanlass v. Gen. Elec. Co., 148 F.3d 1334, 1338 (Fed. Cir. 1998)

Where the facts known to the patentee do not establish a
duty of inquiry, or where the patentee meets its duty but
does not discover or could not discover the infringement, 
constructive knowledge does not exist and the laches clock
does not start ticking.
See Adv. Cardiovascular Sys. Inc. v. Scimed Life Sys., Inc., 988 F.2d. 1157, 1162 (Fed. Cir. 1993);
Wanlass v. Fedders Corp., 145 F.3d 1461, 1467 (Fed. Cir. 1998)

The duty of inquiry, if it exists, only requires a patentee to 
“make such inquiry and investigation as the circumstances 
reasonably suggest.”
Wanlass v. Gen. Elec. Co., 148 F.3d 1334, 1338 (Fed. Cir. 1998)
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Marvell is Not Entitled to a Presumption of Laches

CMU was not under a duty to inquire at any time
prior to March 6, 2003

 The 1998 email between Dr. Kavcic and Nersi Nazari
 During Dr. Kavcic’s 1998 interview with Marvell, Dr. Nazari 

affirmatively told him that Marvell was not using his invention

 Dr. Nazari’s statement was true – Marvell’s infringement did not 
begin until March 2001

 Dr. Moura’s May 2001 meeting notes
 The evidence shows that CMU had no basis to know that 

Marvell had infringed 

 Marvell’s need for the CMU invention was never 
disclosed publicly and was not even written up 
internally until 2002 – well after the date of 
Dr. Moura’s meeting notes
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APR 13, 2001 
Kavcic sends 
to Moura list 
of contacts
at chip makers, 
including 
Marvell

Marvell is Not Entitled to a Presumption of Laches

MAR 23, 2001
Burd reports 
that initial work 
with “Kavcic’s 
media noise 
detector” was 
“disappointing”

MAR 13, 2001
Burd simulates 

“Kavcic Method”
covered by
’839 patent

MAY 16, 2001
Moura meeting notes 
reflecting CMU discussion 
about promoting the 
Kavcic-Moura invention

MAY 17 and 30, 2001
Dr. White writes to Seagate 
and IBM informing them 
of the CMU patent and 
asking them to adopt the 
technology in the future

DEC 21, 2001
Burd completes 

his infringing 
“KavcicPP”
media noise 

detector

JUN 12, 2001
Burd writes up his 
non-linear single 
bit post-processor 
to address media 
noise (Marvell later 
abandons this 
approach)

2001

Marvell ignores the evidence that CMU did not and could not 
have known of Marvell’s infringement in May 2001
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Marvell is Not Entitled to a Presumption of Laches

DX-1060P-227

Marvell ignores the evidence that CMU did not and could not 
have known of Marvell’s infringement in May 2001

Marvell first used the CMU invention in March 2001 –
but found it “disappointing”
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Marvell is Not Entitled to a Presumption of Laches

Dr. McLaughlin,12/3/12 Tr. at 191:7-15

P-Demo 7 at p. 129

Marvell ignores the evidence that CMU did not and could not 
have known of Marvell’s infringement in May 2001

After “disappointing” initial results with the CMU invention,
Marvell investigated possible alternatives:
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Marvell ignores the evidence that CMU did not and could not 
have known of Marvell’s infringement in May 2001

Marvell is Not Entitled to a Presumption of Laches

DX-1522, pp. 1-4
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Marvell ignores the evidence that CMU did not and could not 
have known of Marvell’s infringement in May 2001

Marvell is Not Entitled to a Presumption of Laches

Kavcic Dep. 809:10-17

Kavcic Dep. 810:4-8 Ex. 47

Marvell ignores Dr. Kavcic’s April 2001 email
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Marvell ignores the evidence that CMU did not and could not 
have known of Marvell’s infringement in May 2001

Letter to Seagate Letter to IBM

Marvell is Not Entitled to a Presumption of Laches

DX-182 DX-185
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