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Required Test for Permanent Injunction 

2 

For a permanent injunction to issue, CMU “must 

demonstrate that: (1) it has suffered an irreparable injury; 

(2) legal remedies, such as money damages are inadequate 

compensation; (3) the balance of hardships warrants an 

injunction; and (4) the public interest would not be disserved 

by an injunction.” 

ActiveVideo Networks, Inc. v. Verizon Commc’ns, Inc., 694 F.3d 1312, 1337 (Fed. Cir. 2012) 

(citing eBay Inc. v. MercExchange, LLC, 547 U.S. 388, 391 (2006)).  
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Permanent Injunction Would Be Unprecedented 

• CMU does not deny that in the seven years since eBay, not a 

single permanent injunction has been granted and affirmed by 

the Federal Circuit in favor of a non-practicing entity like CMU that 

has a history of willingness to license its patents against a multi-

feature product of which the accused technology is but one feature.  
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None of the Factors Support Permanent Injunction 

1. CMU will suffer no irreparable injury absent an injunction.  

– CMU is not a competitor of Marvell.  

– CMU cannot establish a causal nexus. 

2. Adequate legal remedies exist.  

– CMU admits its own “willingness to license its inventions” (Reply 4). 

– Marvell is well positioned to pay whatever damages might ultimately be awarded. 

3. The balance of hardships favor Marvell. 

– Marvell’s business and customers would suffer in the event of an injunction. 

– CMU would be made whole without an injunction. 

– CMU’s unexplained delay weighs heavily against an injunction. 

4. An injunction would harm the public interest. 

– Customers would be deprived of a product that contains an array of non-accused 

technologies. 
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CMU Fails To Establish Irreparable Harm 

5 

CMU “‘must make a clear showing that it is at risk 

of irreparable harm, which entails showing a 

likelihood of substantial and immediate 

irreparable injury.’” 

Apple Inc. v. Samsung Elecs. Co., 695 F.3d 1370, 1374 (Fed. Cir. 2012) (“Apple II”) (quoting Apple Inc. 

v. Samsung Elecs. Co., 678 F.3d 1314, 1325 (Fed. Cir. 2012) (“Apple I”)).  
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No Irreparable Harm:   
CMU Does Not Compete Against Marvell 

6 

“The best case for obtaining a permanent 

injunction often occurs when the plaintiff and 

defendant are competing in the same market” 

and there is a showing of harm to a “patentee’s 

market share, revenues, and brand recognition.” 

LaserDynamics, Inc. v. Quanta Computer, Inc., 2010 WL 2574059, *2 (E.D. Tex. June 22, 2010).  

 

• Here, no harm to CMU’s market share, revenues, or brand 

recognition. 
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No Irreparable Harm:   
 CMU Failed to Satisfy “Causal Nexus” Requirement 

7 

“[W]here the accused product includes many 

features of which only one (or a small minority) 

infringe,” a patentee must show “that a 

sufficiently strong causal nexus relates the 

alleged harm to the alleged infringement,” 

meaning that “the infringing feature drives 

consumer demand for the accused product.” 
Apple II, 695 F.3d at 1374-75. 

“[T]hat an application may sell in part because it 

incorporates a feature does not necessarily mean 

that the feature would drive sales if sold by 

itself.” 
Apple II, 695 F.3d at 1376. 
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No Irreparable Harm:   
 CMU Failed to Satisfy “Causal Nexus” Standard 

8 

D-Demo 9-7 
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Testimony of Dr. Bajorek 
 CMU Failed to Satisfy “Causal Nexus” Standard 

12/4/12 Tr. (Bajorek) at 178:21-24 

12/4/12 Tr. (Bajorek) at 183:9-12 
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No Irreparable Harm:   

 CMU Failed to Satisfy “Causal Nexus” Requirement 

12/4/12 Tr. at 184:11-18 

10 

12/4/12 Tr. at 186:14-16 

D-Demo 9-9 
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Testimony of Dr. Wu 
 CMU Failed to Satisfy “Causal Nexus” Standard 

12/11/12 Tr. (Wu) at 280:9-15 
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Testimony of Dr. Wu 
CMU Failed to Satisfy Causal-Nexus 

12/11/12 Tr. (Wu) at 280:16-23, 281:3-5 

12 

… 
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13 

12/13/12 Tr. (Baqai) at 156:7-21 

Testimony of Mr. Baqai 
CMU Failed to Satisfy Causal-Nexus 
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• CMU has been willing to license its patented inventions. 

– CMU granted non-exclusive licenses to Seagate, IBM, 3M, and Hitachi for 

$250k yearly membership payment to the DSSC; 

– CMU granted Intel the option to license the patents for $200k per patent; 

– CMU sent letters to the hard disk drive industry to solicit interest in licensing 

the patents; 

– CMU estimated annual royalties (of $2M) that it might be able to obtain from 

Marvell. 

14 
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Adequate Legal Remedies:   
CMU’s Concern About The Risk Of Non-Payment Is Baseless 

15 

Affidavit of Sutardja at ¶ 2  

Case 2:09-cv-00290-NBF   Document 876-4   Filed 05/03/13   Page 15 of 35



Adequate Legal Remedies:   
CMU’s Concern About The Risk Of Non-Payment Is Baseless 

16 

Affidavit of Sutardja at ¶ 3  
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Adequate Legal Remedies:   
CMU’s Concern About The Risk Of Non-Payment Is Baseless 

17 

Affidavit of Sutardja at ¶ 4  
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Adequate Legal Remedies:   
CMU’s Concern About The Risk Of Non-Payment Is Baseless 

18 

Affidavit of Sutardja at ¶ 5  
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The Balance Of Hardships Weighs Against An Injunction 

19 

“An injunction that imposes greater costs on 

the defendant than it confers benefits on the 

plaintiff reduces net social welfare. That is the 

insight behind the ‘balance of hardships’ 

component of the eBay standard for injunctive 

relief in patent cases.” 

Apple, Inc. v. Motorola, Inc., 869 F. Supp. 2d 901, 922 (N.D. Ill. 2012) (Posner, J.).  
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The Balance Of Hardships Weighs Against An Injunction: 
Harm to Marvell and Marvell’s Customers 

20 

Affidavit of Wu at ¶ 9  
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The Balance Of Hardships Weighs Against An Injunction: 
 CMU Will Suffer No Irreparable Harm  

21 

Affidavit of Sutardja at ¶ 6  
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The Balance Of Hardships Weighs Against An Injunction: 
 CMU Will Suffer No Irreparable Harm  

22 

Affidavit of Wu at ¶ 11  
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“For a permanent injunction to issue, the party 

requesting an injunction must demonstrate that . . . the 

public interest would not be disserved by an 

injunction.” 
ActiveVideo, 694 F.3d at 1337.  

An Injunction Would  Be Contrary to the Public Interest 

• The public interest would be disserved by issuance of an injunction against 

Marvell. 

– Marvell’s customers have already designed Marvell’s chips into their hard disk drives. 

(Affidavit of Wu at ¶ ¶ 9 , 10.) 

– Once a customer designs and optimizes their hard disk drives for a specific Marvell 

chip, that chip becomes part of the design of the disk drive.  (Id.) 

23 
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“[W]hen the patented invention is but a small 

component of the product the companies seek to produce 

and the threat of an injunction is employed simply for undue 

leverage in negotiations, legal damages may well be sufficient 

to compensate for the infringement and an injunction may 

not serve the public interest.” 

Apple Inc. v. Motorola, Inc., 869 F. Supp. 2d 901, 918 (N.D. Ill. 2012).  

An Injunction Would  Be Contrary to the Public Interest 

24 
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CMU’s Proposed Injunction is Vague and Overbroad 

25 

Dkt. 786-1 at 3 
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CMU’s Proposed Injunction Fails to Include a Transition Period 

26 

Affidavit of Wu at ¶ 12-13  
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CMU Should Post Security to Protect Marvell From a Wrongful Injunction 

• In the event that the Court concludes that injunctive relief is 

warranted or necessary, Marvell respectfully requests that CMU be 

required to post a bond to protect Marvell’s interests if any injunction 

is overturned on appeal.  

– If a bond does not issue now, then Marvell may have no recourse later for the damages 

it sustains from a wrongful injunction.  W.R. Grace & Co. v. Local Union 759 et al., 461 

U.S. 757, 770 n.14 (1983); Sprint Commc’ns Co. L.P. v. CAT Commc’ns Int’l, Inc., 335 

F.3d 235, 240 (3d. Cir. 2003). 

– When setting the amount of an injunction bond, district courts should err on the high 

side.  Mead Johnson & Co. v. Abbott Labs., 201 F.3d 883, 888 (7th Cir. 2000).  

27 
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CMU’s Monitoring Request Is Waived and Unprecedented 

• For the first time in its Reply, CMU demands “monitoring rights to police 

compliance” with any permanent injunction. 

– CMU waived this argument. 

– If considered, any access should be limited to a review of Marvell’s final circuit 

schematics for its next generation chips designed to permanently disable the NLD 

feature. 

• CMU’s proposed compliance procedures would monitor for potential 

infringement of unasserted, non-infringed, and unrelated claims.   

– It is not within the jurisdiction of this Court to undertake such monitoring or enforcement. 

See, e.g., Streck, Inc. v. Research & Diagnostic Sys., Inc., 665 F.3d 1269, 1282-83 

(Fed. Cir. 2012).  

– This is precisely the type of broad injunctive relief that the Federal Court has flatly 

rejected.  Int’l. Rectifier Corp. v. IXYS Corp., 383 F.3d 1312,1315-18 (Fed. Cir. 2004).  

28 
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The Court Should Hold An Evidentiary Hearing To Determine Ongoing Royalties  

• CMU’s request for a “post-judgment ongoing royalty rate” is premature.  

• The rate of any ongoing royalty must be informed by a Georgia-Pacific 

analysis conducted with reference to “a new hypothetical negotiation” 

assumed to take place on the date of entry of judgment. See, e.g., Paice 

LLC v. Toyota Motor Corp., 609 F. Supp. 2d 620, 625 (E.D. Tex. 2009).  

• This analysis is typically the subject of an evidentiary hearing regarding the 

“changed circumstances” that would impact the new hypothetical 

negotiation and thus the determination of an ongoing royalty. 

• The circumstances affecting the outcome of a 2012 hypothetical negotiation 

between Marvell and CMU regarding an ongoing royalty are different from 

the circumstances surrounding the 2001 hypothetical negotiation 

considered by the jury.  

29 
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Any Ongoing Royalty Should Be Small 

• A variety of circumstances over the last 11 years would drive down 

whatever royalty rate would have resulted from a 2001 negotiation. 

• CMU has been unable to get anyone to pay for or use the technology 

during the more than eleven years that has elapsed since the date of the 

hypothetical negotiation considered by the jury.  

• CMU does not commercialize any products, does not compete with Marvell, 

and would not generate any sales revenue as a result of Marvell’s removal 

of the NLD circuit from its chips.  

• The only revenue CMU could hope to generate from the patents is an 

ongoing royalty from Marvell. 

• Univ. of Pittsburgh, 2012 WL 1436569, at *12 (noting, in setting a royalty 

rate, that the patentee and infringer were not “direct competitors” and thus 

that the patentee “would be harmed if [the infringer] stopped selling the 

infringing products”).  

30 
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Marvell’s Profit Margins Provide No Basis For An Ongoing Royalty 

• CMU argues that any ongoing royalty should be at least $0.50 because 

“Marvell’s profit margins on read channel and SoC products containing 

CMU’s patented technology have increased over time.”  

• But CMU’s argument fails to address the fact that Marvell is continuously 

adding features to its chips.  

• Marvell’s margins are generated by these additional features related to SNR 

as well as other chip attributes.   

• Each feature must necessarily be responsible for a smaller portion of that 

margin over time.  

31 
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Marvell’s Removal of Accused Technology Counsel In Favor of a Reduced Royalty 

• Perhaps the most significant changed circumstance for the 2012 hypothetical 

negotiation is Marvell's plan to remove the accused NLD feature from its newest 

generation of chips.  

• Marvell’s ability and willingness to disable the feature demonstrates that it has a 

non-infringing alternative and that the accused technology is not “must have”—

factors that, as matter of law, reduce any ongoing royalty rate here.  

See, e.g., ActiveVideo Networks, Inc. v. Verizon, 694 F.3d 1312, 1342 (Fed. Cir. 2012)   

• For the 2001 hypothetical negotiation, CMU contended that Marvell had no choice 

but to include the patented technology in all of its read channel chips.  

• At the 2012 hypothetical negotiation, the parties would recognize Marvell had the 

option to remove the accused NLD feature from future products, which would 

support a lower royalty rate.  

32 
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Marvell’s Removal of Accused Technology Counsel In Favor of a Reduced Royalty 

• CMU contends that because “Marvell has no present intention of using 

CMU’s  technology in future products,” “CMU would seek to maximize 

royalties over th[e] short period” remaining before Marvell disables the NLD 

feature.   

• CMU ignores the fundamental premise of the hypothetical negotiation—the 

willing licensor, willing licensee rule. 

• The assumption must be that any hypothetical negotiation in 2012 would 

result in a royalty that Marvell would be willing to pay to continue to use the 

infringing technology rather than disable it.  

33 
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There Is No Basis For A Ongoing Royalty Greater Than $0.50 

• CMU’s remaining argument for a $.50 or greater royalty rate is its assertion 

that future infringement would be “willful” and thus CMU would have greater 

bargaining power in 2012 than it would have in 2001.   

• Courts routinely find that an infringement verdict does not warrant any 

increase in the royalty rate otherwise produced by the post-judgment 

hypothetical negotiation.  

• Here, the “changed circumstance” that Marvell is willing and able to proceed 

without the accused feature (contrary to CMU’s theory regarding Marvell’s 

position in 2001) more than blunts any marginal increase in CMU’s 

bargaining power resulting from the infringement finding.  
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Supplemental Damages 

• Marvell does not dispute that at some point an accounting for 

supplemental damages is to be made.   

• Marvell stands ready to provide whatever additional sales information 

the Court deems appropriate. 

• Marvell believes that supplemental damages should be determined 

after conclusion of the appeal in this case.  

35 

Case 2:09-cv-00290-NBF   Document 876-4   Filed 05/03/13   Page 35 of 35


