
 

 

 

 

EXHIBIT A  Part 1 
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Carnegie Mellon University’s Presentation
on Willfulness and Enhanced Damages – Dkt. 790 and Dkt. 805

May 1 – 2, 2013
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Marvell’s Infringement Was Objectively Willful
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Marvell’s Infringement Was Objectively Willful

Marvell Ignores the Applicable Law

CMU Demonstrated Marvell’s 
Objective Willfulness

Marvell’s Litigation-Inspired Defenses 
Are Demonstrably Baseless
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Marvell’s Infringement Was Objectively Willful

“[I]n ordinary circumstances, willfulness will depend on an 
infringer’s prelitigation conduct.”
In re Seagate Tech. LLC, 497 F.3d 1360, 1374 (Fed. Cir. 2007) (en banc)

The Court’s inquiry under the objective prong should focus 
on whether Marvell acted objectively recklessly at the time 
of infringement.
i4i Ltd. P’ship v. Microsoft Corp., 670 F.Supp. 2d 568, 581-582 (E.D. Tex. 2009) aff’d 598 F.3d 831, 
860 (Fed. Cir. 2010); see also Univ. of Pittsburgh v. Varian Med. Sys., Inc., 877 F. Supp. 2d 294, 306-07 
(W.D. Pa. 2012); CSB-Sys Int’l Inc. v. SAP Am., Inc., No. 10-2156, 2012 WL 1439059, at *4 
(E.D. Pa. April 25, 2012)

Prelitigation conduct is relevant to the objective prong

The objective prong is met if “the infringer acted despite an 
objectively high likelihood that its actions constituted 
infringement of a valid patent.”
In re Seagate Tech. LLC, 497 F.3d 1360, 1371 (Fed. Cir. 2007) (en banc)
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Marvell’s Infringement Was Objectively Willful

Objective willfulness is not a blank slate

The objectively-defined risk of infringement accounts for 
the circumstances at the time of infringement

 To hold otherwise, would preclude consideration of the 
hallmark of willfulness—pre-suit knowledge of the patents

The objective standard accounts for “the risk apparent to the 
actor, his capacity to meet it, and the circumstances under 
which he must act.”
Restatement (Second) of Torts § 283 (1965)
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Objective willfulness is based on the
“totality of the circumstances,” including:

Marvell’s Infringement Was Objectively Willful

Failure to get an opinion of counsel
See In re Seagate Tech. LLC, 497 F.3d 1360, 1369 (Fed. Cir. 2007) (en banc); Koninklijke Philips Elecs. 
N.V. v. Cinram Int’l, Inc., No. 08-0515, 2012 WL 4074419, at *5 n. 17 (S.D.N.Y. Aug 23, 2012); 
Spectralytics, Inc. v. Cordis Corp., 649 F.3d 1336, 1348 (Fed. Cir. 2011) (“[T]he failure to obtain an opinion 
of counsel or otherwise investigate the patent situation can be considered, in the totality of the 
circumstances.”); Aspex Eyewear, Inc. v. Clariti Eyewear, Inc., 605 F.3d 1305, 1313 (Fed. Cir. 2010) (“[T]he
timing as well as the content of an opinion of counsel may be relevant to the issue of willful infringement, for 
timely consultation with counsel may be evidence that an infringer did not engage in objectively reckless 
behavior.”)

Knowledge of the patent and failure to conduct any investigation
See Great Dane Ltd. P’ship v. Stoughton Trailers, LLC, No. 3:08-89, 2011 WL 318092, at *4-5 
(M.D. Ga. Jan. 28, 2011); Krippelz v. Ford Motor Co., 670 F. Supp 2d. 806, 809, 811-812 (N.D. Ill. 2009) 
rev’d on other grounds 667 F.3d 1261 (Fed Cir. 2012); i4i Ltd. P’Ship v. Microsoft Corp., 670 F.Supp. 2d 
568, 581-582 (E.D. Tex. 2009) aff’d 598 F.3d 831, 860 (Fed. Cir. 2010)
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Marvell’s Infringement Was Objectively Willful

As reflected in §12.2 of the 2012 AIPLA Model Patent Jury Instructions 
cited by this Court (Dkt. 753 at 4), the failure to obtain an opinion is 
properly part of the “totality of the circumstances”

Marvell misreads Knorr-Bremse and Seagate regarding 
its failure to get an opinion of counsel
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Marvell’s Infringement Was Objectively Willful

Seagate did not change this law in any respect
See In re Seagate Tech., LLC, 497 F. 3d 1360, 1370 (Fed. Cir. 2007)

Knorr-Bremse held only that “the failure to obtain an exculpatory 
opinion of counsel shall no longer provide an adverse inference 
or evidentiary presumption that such an opinion would have been 
unfavorable,” not that the failure to obtain such an opinion is 
irrelevant to willfulness
See Knorr-Bremse Sys. Fuer Nutzfahrzeuge v. Dana, 383 F. 3d 1337, 1345-1346 (Fed. Cir. 2004); 
Spectralytics, Inc. v. Cordis Corp., 649 F.3d 1336, 1348 (Fed. Cir. 2011) (“[T]he failure to obtain an 
opinion of counsel or otherwise investigate the patent situation can be considered, in the totality of the 
circumstances.”); Aspex Eyewear, Inc. v. Clariti Eyewear, Inc., 605 F.3d 1305, 1313 (Fed. Cir. 2010) 
(the timing as well as the content of an opinion of counsel may be relevant to the issue of willful 
infringement, for timely consultation with counsel may be evidence that an infringer did not engage 
in objectively reckless behavior)

Marvell misreads Knorr-Bremse and Seagate regarding 
its failure to get an opinion of counsel
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Marvell’s Infringement Was Objectively Willful

Failure to read the file history
See SunTiger, Inc. v. Scientific Research Funding Grp., 9 F. Supp. 2d 601, 607 (E.D. Va 1998);
Goss Int’l Americas, Inc. v. Graphic Management Assoc., Inc., 739 F. Supp. 2d 1089, 1126 (N.D. Ill. 2010)

Copying is relevant to both the objective and subjective prongs of the 
willfulness inquiry
See Power Integrations, Inc. v. Fairchild Semiconductor Int’l, Inc., 725 F. Supp. 2d 474, 480 (D. Del. 2010) 
vacated and remanded 711 F.3d 1348, 1381 (Fed. Cir. 2013); Finjan Software, Ltd. v. Secure Computing 
Corp., No. 06-369 (GMS), 2009 U.S. Dist LEXIS 72825, at *28 (D. Del. Aug. 18, 2009), rev’d in part on 
other grds sub nom, Finjan, Inc. v. Secure Computing Corp., 626 F.3d 1197 (Fed. Cir. 2010)

Failure to take any remedial action where the patent and accused
technology describe “highly similar functionality”
See i4i Ltd. P’Ship v. Microsoft Corp., 670 F. Supp. 2d 568, 581-582 (E.D. Tex. 2009) aff’d 598 F.3d 831, 
860 (Fed. Cir. 2010)

Objective willfulness is based on the
“totality of the circumstances,” including:
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The high likelihood of infringement includes the fact that:
 Mr. Burd used Dr. Kavcic’s papers as the “launching pad” for his work

Marvell’s Infringement Was Objectively Willful

Marvell acted despite an objectively high likelihood 
of infringement

P-196

Tech. 30(b)(6) Dep. at 921:15-22; see also
12/3/12 Tr. at 167, 169-170; P-Demo 7 at 107
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Marvell’s Infringement Was Objectively Willful

The high likelihood of infringement included the fact that:
 Marvell knew about CMU’s patents

Marvell acted despite an objectively high likelihood 
of infringement

P-280

P-422

P-477

P-283
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Marvell’s Infringement Was Objectively Willful

 Been concerned about the patents — Mr. Doan was not JX-D-1 at 3-6

 Read the patent claims — Mr. Burd did not 12/17/12 Tr. at 169, 174

 Obtained and read the file histories — Dr. Wu did not 12/13/12 Tr. at 73:5-18

 Obtained an opinion of counsel — Marvell did not Dkt. 753 at 2-3

 Taken remedial action — Marvell did not 
P-Demo 8 at 31 (Burd Dep. at 655:23 -656:4)

Marvell acted despite an objectively high likelihood 
of infringement

Under these circumstances, an objectively reasonable actor 
would have:
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Marvell’s Litigation-Inspired Liability Defenses
Are Objectively Baseless
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Marvell’s Litigation-Inspired Liability Defenses
Are Objectively Baseless

The fact that Marvell’s litigation defenses went to the 
jury does not make them “objectively reasonable.”
Dkt. 601 at 4; Powell v. Home Depot USA Inc., 663 F.3d 1221, 1236 (Fed. Cir. 2011) (affirming district 
court’s determination that the objective prong was met despite its denial of the patentee's request for a 
preliminary injunction and the closeness of inequitable conduct defense)

The reasonableness of Marvell’s litigation defenses 
should be “based on the record ultimately made in the 
infringement proceeding.”
See Bard Peripheral Vascular, Inc. v. W.L. Gore & Assocs., Inc., 682 F.3d 1003, 1008 (Fed. Cir. 2012)
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Marvell’s Litigation-Inspired Liability Defenses
Are Objectively Baseless

Validity
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Marvell’s Litigation-Inspired Liability Defenses
Are Objectively Baseless

Dkt. 305 at 15

Marvell’s lone invalidity defense is baseless

Marvell abandoned the “close call” arguments (tap weights and 
target values)

 Marvell’s “strategic decision” claim is false – it disavowed the 
tap weight theory almost two years before trial

 Dr. Proakis said nothing at trial about either tap weights or target 
values
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Marvell’s Litigation-Inspired Liability Defenses
Are Objectively Baseless

D-Demo 12-15 12/17/12 Tr. at 93:1-7

Marvell’s lone invalidity defense is baseless

Dr. Proakis admitted at trial that Worstell does not anticipate
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Marvell’s Litigation-Inspired Liability Defenses
Are Objectively Baseless

12/17/12 Tr. at 95:1-17

12/17/12 Tr. at 94:1-12

Marvell’s lone invalidity defense is baseless

Dr. Proakis admitted at trial that Worstell does not anticipate

Dr. Proakis conceded three times 
that Worstell did not anticipate
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Marvell’s lone invalidity defense is baseless

Marvell’s Litigation-Inspired Liability Defenses
Are Objectively Baseless

DX-187

Dr. Proakis’s obviousness opinion was based on ignoring 
Worstell’s “constant”

????????
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Marvell’s Litigation-Inspired Liability Defenses
Are Objectively Baseless

Dkt. 425 at 2

Dkt. 587, Ex. G at 4

Marvell’s lone invalidity defense is baseless

Dr. Proakis’s opinions required him to disavow his own prior 
sworn declaration and expert report
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